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DEPARTMENT  OF  COMMERCE 
Patent  and  Trademark  Office 
[  37  CFR  Parts  1, 3,  and  5  ] 

IMPLEMENTATION  OF  PATENT 
COOPERATION  TREATY 

Notice  of  Proposed  Rulemaking 

Notice  Is  hereby  given  that,  pursuant 
to  the  authority  contained  in  section  6, 
Title  35  of  the  United  States  Code,  and 
Pub.  L.  94-131,  89  Stat.  685,  of  Novem¬ 
ber  14,  1975  which  will  come  into  force 
on  the  same  day  as  the  entry  into  force 
of  the  Patent  Cooperation  Treaty,  the 
Patent  and  Trademark  Office  proposes  to 
amend  Title  37  of  the  Code  of  Federal 
Regulations  by  either  amending  or  re¬ 
vising  §§  1.1,  1.4,  1.5,  1.8,  1.12,  1.14,  1.21, 
1.23,  1.25,  1.26,  1.52,  1.55,  1.57,  1.58,  1.72, 
1.75, 1.77, 1.78, 1.81, 1.83. 1.84,  1.104, 1.141, 
1.146,  1.331,  5.1,  5.3,  5.11,  5.14,  5.15  and 
5.17;  and  by  adding  new  §§  1.9, 1.61, 1.70, 
1.318,  1.401,  1.412,  1.413,  1.414,  1.415, 

1.421,  1.422,  1.423,  1.424,  1.425,  1.431, 

1.432,  1.433,  1.434,  1.435,  1.436,  1.437, 

1.438,  1.445,  1.446,  1.451,  1.455,  1.461, 

1.465,  1.468,  1.471,  1.475,  1.481,  1.482,  3.56 
and  3.57. 

In  view  of  the  approaching  entry  into 
force  of  the  Patent  Cooperation  Treaty, 
the  Patent  and  Trademark  Office  Is  pro¬ 
posing  certain  amendments  to  the  rules 
of  practice  in  patent  cases,  forms  for  pat¬ 
ent  cases  and  the  rules  relating  to 
secrecy  of  certain  inventions  and  llc«ises 
to  file  applications  in  foreign  coimtries. 
TTiese  proposed  rules  provide  for  the 
formal  acceptance  of  international  appli¬ 
cations  filed  under  the  Patent  Coopera¬ 
tion  Treaty  in  the  Patent  and  Tradanark 
Office  as  a  Designated  Office,  establish 
processing  fees  for  international  applica¬ 
tions,  clarify  pitxjedures  before  the  Re- 
celvl^  Office  and  International  Search 
Authority,  and  provide  for  other  matters 
relating  to  the  filing  and  processing  of 
international  applications. 

All  persons  are  invited  to  present  their 
views,  objections,  recommendations  or 
suggestions  relating  to  the  proposed  rule 
changes  to  the  Commissioner  of  Patents 
and  Trademarks,  Washington,  D.C.  20231 
on  or  before  May  26,  1977  on  which  date 
a  hearing  will  be  held  at  9:30  a.m.  in 
Room  11C24,  Building  3,  2021  Jefferson 
Davis  Highway,  Arlington,  Virginia.  All 
persons  wishing  to  be  heard  orally  at  the 
hearing  are  requested  to  notify  the  Com¬ 
missioner  of  Patents  and  Trademarks  of 
their  intended  appearance.  All  comments 
received  will  be  available  for  public  in¬ 
spection  in  Room  IIEIO  of  Building  3,  at 
2021  Jefferson  Davis  Highway,  Arlington, 
Virginia.  If  the  Patent  Cooperation 
Treaty  implementation  schedule  permits, 
the  period  for  c(»nments  may  be  ex¬ 
tended.  It  is  also  possible  that  a  further 
draft  will  be  published  for  comment. 

The  proposed  rules  will  not  be  pro¬ 
mulgated  until  the  Patent  Cooperation 
Treaty  and  Pub.  L.  94-131,  89  Stat.  685 
come  into  force.  This  will  occur  three 
months  after  the  necessary  eight  ratifi¬ 
cations  or  accessions  to  the  Treaty  have 
occurred,  four  of  which  must  be  coun¬ 
tries  with  major  patent  activity,  PCT 
Article  63.  The  United  States  of  Amer¬ 


ica  and  the  Federal  Republic  of  Germany 
are  two  of  the  four  major  coimtries 
which  have  ratified  the  Treaty.  Two  ad¬ 
ditional  major  countries  must  yet  ratify 
or  accede  to  the  Treaty  before  it  can 
enter  into  force. 

This  proposal  has  been  reviewed  pur¬ 
suant  to  E.O.  11821  and  OMB  Circular 
A-107  and  determined  to  have  no  major 
inflationai'y  impact. 

The  Patent  Cooperation  Treaty  was 
published  in  the  Official  Gazette  on 
July  14,  1970  at  876  O.G.  341-388.  The 
implementing  legislation.  Pub.  L.  94-131, 
was  published  in  the  Official  Gazette  on 
January  6,  1976  at  942  O.G.  177-185.  The 
latest  draft  of  the  Administrative  In¬ 
structions  to  be  promulgated  imder  Rule 
89  of  the  Treaty  by  the  World  Intellec¬ 
tual  Property  Organization  is  being  pub¬ 
lished  in  an  Official  Gazette  in  January 
of  1977. 

The  following  comments  are  directed 
to  the  proposed  changes  and  additions 
in  the  Patent  Rules  of  Practice. 

In  order  to  distinguish  which  rules 
apply  to  national  applications,  which  to 
international  applications,  and  which  to 
both,  it  is  being  proposed  that  Part  I 
of  37  CFR  be  divided  into  3  subparts. 
Subpart  A  would  relate  to  “General  Pro¬ 
visions”  directed  to  both  national  appli¬ 
cations  and  international  applications 
and  would  Include  §§1.1  through  1.26. 
Subpart  B  would  relate  to  “National 
Processing  Provisions”  directed  to  na¬ 
tional  applications  only,  and  would  in¬ 
clude  §§1.31  through  1.352.  Subpart  C 
would  relate  to  “International  Process¬ 
ing  Provisions”  under  the  Patent  Coop¬ 
eration  Treaty  and  would  include  pro¬ 
posed  new  §§  1.401  through  1.482.  Within 
each  subpart,  where  an  exception  as  to 
the  applicability  of  a  rule  to  national 
and/or  international  applications  occiu's. 
a  specific  clarifying  reference  has  been 
added.  In  all  cases,  the  present  number¬ 
ing  of  rules  has  been  maintained. 

Section  1.1  provides  a  special  “Box 
PCT”  address  to  permit  an  early  sepa¬ 
ration  and  routing  of  PCT  related  mail 
from  other  types  of  mail. 

Section  1.4(a)  is  amended  to  refer  to 
the  added  rules  relating  to  international 
processing. 

Section  1.5(a)  is  amended  to  indicate 
that  international  applications  are  to 
be  identified  by  their  international  ap¬ 
plication  numbers. 

Section  1.8(a)  is  amended  to  exclude 
international  applications  and  piqjera 
relating  thereto  from  the  certificate  oi 
mailing  procedure. 

New  §  1.9  is  added  to  distinguish  be- 
tw^een  the  terms  “national  application” 
and  “international  application”  as  used 
in  these  rules. 

Section  1.12  is  amended  to  refer  spe¬ 
cifically  to  the  international  application 
number. 

Section  1..14(a)  indicates  the  current 
practice  as  to  application  secrecy  and 
also  refera  specifically  to  applications 
identified  in  international  applications. 
Section  1.14(c)  changes  the  reference 
from  Atomic  Energy  Commission  to  the 
Energy  Research  and  Development  Ad¬ 
ministration. 


An  international-type  search  will  be 
made  in  all  national  applications  as  in¬ 
dicated  In  §  1.104(c).  New  paragraph 
(w)  to  §  1.21  adds  a  fee  to  cover  the  cost 
of  preparing  an  intemational-tjTje 
search  report  where  desired  (PCTT  Art. 
15(5)),  although  it  is  not  required  by 
the  United  States  Patent  and  Trade¬ 
mark  Office. 

Section  1.23  includes  a  reference  to  in¬ 
ternational  application  processing  fees 
to  clearly  indicate  that  such  fees  must 
be  paid  in  United  States  cuiTency. 

Section  1.25(b)  is  amended  to  indi¬ 
cate  that  international  application  fees 
may  be  charged  against  deposit  accoimts. 

Section  1.26  is  amended  to  provide  for 
refunding  some  portion  of  the  interna¬ 
tional  search  fee  during  subsequent  na¬ 
tional  examination  where  the  prior  art 
search  is  wholly  or  partly  based  on  the 
earlier  international  search.  The  amoimt 
of  the  refimd  will  be  determined  by  the 
examiner  in  a  manner  similar  to  that 
Indicated  in  the  remarks  directed  to 
§  1.446  below.  Such  a  refund  will  tend  to 
make  m>plicants’  cost  of  using  the  PCT 
about  the  same  regardless  of  whether 
the  national  or  international  application 
is  filed  Initially. 

In  §  1.52,  paragraphs  (a)  and  (b)  are 
amended  to  permit  an  application  com¬ 
plying  with  the  formal  requirements  of 
PCT  Rule,  11  to  be  formally  acceptable 
as  a  national  application.  International 
applications  arriving  in  the  Patent  and 
Trademark  (Jffice  as  a  Designated  Office 
imder  35  U.S.C.  371  wdll  be  in  PCT  for¬ 
mat  and  with  the  changed  wording  of 
this  rule,  will  also  be  formally  accept¬ 
able  for  national  patentability  exami¬ 
nation. 

Section  1.55  is  amended  to  contain  an 
additional  paragraph  (d)  which  states 
the  position  set  forth  in  PCT  Art.  11(3) 
and  3p  U.S.C.  363  that  the  international 
filing  date  is  in  effect  the  national  filing 
date  except  for  the  reservation  under 
PCT  Art.  64(4).  This  reservation  was 
taken  by  the  United  States  of  America 
at  the  time  it  deposited  its  Instrument 
of  ratification. 

Section  1.57  is  amended  to  indicate 
that  the  signature  on  the  Request  of  an 
international  application  will  be  accept¬ 
ed  as  the  signature  on  the  application. 

Section  1.58  is  amended  slightly  to  re¬ 
move  any  conflict  with  the  formal  re¬ 
quirements  of  the  Patent  Cooperation 
Treaty. 

Section  1.61  is  a  new  section  which  re¬ 
lates  to  the  filing  of  an  international  ap- 
plicati(Hi  with  the  Patent  and  Trademark 
Office  as  a  Designated  Office  for  nation¬ 
al  patentability  examination  (35  U.S.C. 
371).  These  requirements  differ  some¬ 
what  from  those  applying  to  the  regular 
filing  of  national  applications. 

Section  1.70  is  a  new  section  which 
sets  forth  the  requirements  of  an  oath 
or  declaration  imder  35  U.S.C.  371(c)  (4> . 

Section  1.72  is  amended  to  Indicate 
that  the  abstract  must  be  located  on  a 
separate  sheet  of  paper.  This  change  has 
been  introduced  in  order  to  assure  uni¬ 
formity  in  Inlormatlcm  placement  in  in¬ 
ternational  and  regular  applications  that 
will  aid  in  patent  printing.  Except  for 
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this  change,  national  applications  may 
continue  to  be  filed  in  the  present  format 

Section  1.75,  paragraph  (c) ,  is  amend¬ 
ed  to  provide  for  multiple  dependent 
claims  (PCT  Rule  6.4).  Paragraphs  (f) 
and  (g)  have  been  added  to  incorporate 
current  practice  not  previously  stated  in 
the  rules. 

Sections  1.77  and  1.78  have  been 
amended  to  indicate  the  preferred  order 
of  arrangement  of  application  elements 
Including  placement  of  the  abstract  after 
the  claims  as  In  PCT  Art.  3(2)  and 
section  208  of  the  Administrative  In¬ 
structions. 

Section  1.81  is  amended  to  reflect  the 
changes  made  in  35  U.S.C.  113  by  Pub. 
L.  94-131  and  to  comply  with  PCT  Rule 
7.2. 

Section  1.83  has  been  amended  to  re¬ 
move  the  mandatory  requirement  that 
the  drawing  show  every  feature  claimed. 
Such  illustrations,  however,  continue  to 
be  strongly  preferred  and  are  absolutely 
essential  where  necessary  for  the  imder- 
standing  of  the  lnventl<»i. 

Section  1.84,  which  relates  to  the  for¬ 
mal  requirements  for  drawings,  has  been 
amende  to  provide  for  two  alternative 
drawing  sizes.  One  size  is  that  currently 
in  use  and  the  other  is  the  A4  size  re¬ 
quired  by  PCT  Rule  11.  However,  all 
drawings  In  a  particular  application 
must  be  of  the  same  size.  Other  changes 
have  been  incorporated  to  take  into  con¬ 
sideration  the  requirements  of  PiTT  Rule 
11. 

Section  1.104  is  amended  to  include 
a  new  paragraph  (c)  relating  to  the  in- 
tematl<Mial-t3qje  search.  Note  PCTT  Art. 
15(5)  andPCrrRule41. 

Section  1.141  has  been  amended  to 
provide  for  including  in  a  single  applica¬ 
tion,  Inventions  so  linked  as  to  form  a 
single  general  inventive  concept  as  in 
PCT  Rule  13.1-13.3. 

The  rules  for  determining  which  in¬ 
ventions  can  be  grouped  together  In  a 
single  application  are  more  liberal  in  cer¬ 
tain  respects  xmder  the  Patent  Coopera¬ 
tion  Treaty  than  they  are  currently  in  37 
CPR  1.141-1.146.  The  proposed  amend¬ 
ment  to  S  1.141  extends  the  more  liberal 
practice,  which  a  Designated  Office  is  re¬ 
quired  to  apply  to  national  applications 
that  have  been  Initially  filed  as  interna¬ 
tional  applications,  to  all  national  appll- 
catlcms.  Paragraph  (a)  removes  the  limit 
of  five  species  of  an  Invention.  Para¬ 
graphs  1.141(c)  (i)  and  (il)  generally  in¬ 
clude  the  wording  of  PCT  Rule  13.2. 
Paragraphs  1.141  (c)  (i)  and  (d),  taken 
together,  state  that  an  application  may 
include,  in  addition  to  an  allowable  inde¬ 
pendent  claim  to  a  product,  one  inde¬ 
pendent  claim  to  one  process  specially 
adapted  for  the  manufacture  oi  the  prod¬ 
uct  as  well  as  one  independent  claim  for 
one  use  of  the  product.  Paragraphs 
1.141  (c)  (il)  and  (d),  taken  together 
state  that  an  application  may  Include, 
in  addition  to  an  allowable  Independent 
claim  for  a  given  process,  one  independ¬ 
ent  claim  for  one  apparatus  or  means  for 
carrying  out  the  process.  Such  claims 
drawn  to  product,  process  of  manufac¬ 
ture,  process  of  use,  or  apparatus,  are 


considered  to  be  claims  to  different  cate¬ 
gories.  Paragraph  1.141(e)  includes  gen¬ 
erally  the  wm-ding  of  PCT  Rule  13.3  and 
is  limited  to  i^Ucations  where  all  of  the 
claims  are  drawn  to  only  one  category.. 

Section  1.146  follows  the  revised  word¬ 
ing  of  section  1.141  by  removing  the  limit 
of  five  species  and  also  removes  the  ref¬ 
erence  to  a  search  of  the  generic  claims. 

Section  1.318  is  a  new  section  relating 
to  the  Office’s  notifying  the  Interna¬ 
tional  Bureau  of  the  publication  of  a 
United  States  patent  based  on  an  unpub¬ 
lished  international  application  in  ac¬ 
cordance  with  P(7r  Rule  48.5. 

Paragraphs  (a)  and  (c)  of  §  1.331  are 
amended  to  provide  for  recording  of  as¬ 
signments  of  International  applications 
which  designate  the  United  States  of 
America. 

Sections  1.401-1.482  rdate  to  process¬ 
ing  of  international  applications  during 
the  international  processing  stage  when 
the  United  States  Patent  and  Trademark 
Office  acts  as  a  Receiivng  Office,  Interna¬ 
tional  Searching  Authority  or  a  Desig¬ 
nated  Office  prior  to  the  acceptance  of 
the  international  applicaticm  as  a  na- 
tionsd  application  for  regular  patenta¬ 
bility  examination. 

Sectlcm  1.401  defines  various  expres¬ 
sions  used  in  later  rules. 

Section  1.412  defines  those  ai^licants 
for  which  the  United  States  Pat^t  and 
Trademark  Office  wall  act  as  a  Receiving 
Office  and  also  sets  forth  the  major  func¬ 
tions  of  a  Receiving  Office. 

Section  1.413  states  that  the  United 
States  Patent  and  Trademark  Office  will 
act  as  an  International  Searching  Au¬ 
thority,  subject  to  special  agreement  and 
appointment  by  the  Assembly,  and  indi¬ 
cates  some  of  the  major  fimctions  there¬ 
of. 

Section  1.414  states  the  conditions  un¬ 
der  w'hich  the  United  States  Patent  and 
Trademark  Office  will  act  as  a  Desig¬ 
nated  Office  and  defines  the  functions  of 
the  Office  as  a  Designated  Office. 

Section  1.415  is  included  to  clearly  de¬ 
fine  the  authority  acting  as  the  Inter¬ 
national  Bureau. 

Section  1.421  indicates  who  may  file 
an  international  application  with  the 
United  States  Receiving  Office. 

Sections  1.422,  1.423  and  1.425  are  sim¬ 
ilar  to  present  SS  1.42,  1.43  and  1.47  and 
have  b^n  added  to  indicate  situations 
where  a  person  other  than  the  inventor 
may  file  an  international  application  des¬ 
ignating  the  United  States.  These  situ¬ 
ations  include  those  where  the  inven¬ 
tor  is  dead,  insane  or  legally  inci4>aci- 
tated,  cannot  be  found  or  reached,  or  re¬ 
fuses  to  sign. 

Section  1.431  defines  the  requirements 
of  an  international  application  filed  in 
the  United  States  Receiving  Office. 

Section  1.432  relates  to  the  designation 
of  States  and  the  pajmient  of  designation 
fees. 

Section  1.433  indicates  that  only  one 
copjy  of  an  international  application 
need  be  filed  and  refers  to  those  iHt)vi- 
sions  of  the  Treaty  and  Administrative 
Instructions  relating  to  the  iriiysical  re¬ 
quirements  for  international  applica¬ 
tions. 


Section  1.434  relates  to  the  Request 
portion  of  an  international  application. 

Section  1.435  calls  attention  to  the 
PCT  Rules  relating  to  the  descripticm 
and  also  provides  that  international  ap¬ 
plications  designating  the  United  States 
must  contain  an  indication  of  the  “best 
mode”  (PCTT  Rule  5.1(a)  (v) ) . 

Section  1.436  refers  to  the  portions  of 
the  Treaty  and  its  Regulations  w'hich 
relate  to  claims. 

Section  1.437  relates  to  the  draw'ings 
and  includes  reference  to  the  procedure 
for  receipt  of  late  drawings. 

Section  1.438  refers  to  the  abstract  re¬ 
quirements  of  an  international  applica¬ 
tion. 

Section  1.445  sets  f<wth  the  fees 
charged  by  the  Patent  and  Trademark 
Office  for  processing  intematicmal  appli¬ 
cations.  The  amounts  of  the  fees  are  ten¬ 
tative.  More  complete  and  upxlated  stud¬ 
ies  wdll  be  made  before  these  rule 
changes  are  finally  promulgated  and  the 
amoimts  of  the  fees  wdll  be  adjusted  ac¬ 
cordingly.  The  fees  will  be  set  to  reflect 
100%  recovery  of  actual  cost. 

Section  1.446  relates  to  refund  of  inter- 
naticmal  application  processing  fees.  It 
should  be  noted  that  since  an  intema- 
tional-t3rp)e  search  will  be  made  in  prior 
filed  U.S.  national  applications  or,  if  an 
international  search  made  in  an  inter¬ 
national  application  by  the  International 
Searching  Authority  Washington  is 
followed  by  a  national  examination  on 
such  an  application,  a  substantial  p>or- 
tion  of  the  international  search  fee  (37 
CPR  1.445(a)(2))  could  be  refunded  in 
many  Instances.  This  refimd  will  reduce 
PCrr  filing  costs. 

The  examples  use  the  maximum  re¬ 
fund  and  should  therefore  not  be  con¬ 
sidered  to  be  typical  for  all  applications. 


(A) 

(B) 

National 

International 

appUcation 
filed  first 

application 
filed  first 

National  filing  fe«  for  na- 

tional  application  (3S 
U.B.C.  41) . 

m 

Transcmlttal  fe«  (sec.  1.445 

(a)(l)> . . . 

InU'matlonal  lees; 

35 

Basle  fro  (PCT  rule 

15.2(a)) . 

Designation  fees  (3 

45 

45 

countries)  (PCT  rule 
15.2(b)(1)) . 

36 

36 

Search  fee  (sec.  1.44S(a}(2)). 
(Search  fee  refund  based  on 

300 

300 

Intemstlonal-type  search 

(-270) 

National  filing  fee  (sec. 

1.445(a)(4)) - 

(Refund  of  search  fee  based 

65 

— 

on  sayings  at  national 

(-2701 

Net  international 

processing  fees . 

14« 

146 

The  first  fee  column,  labeled  (A),  re¬ 
lates  to  a  situation  where  an  applicant 
first  files  his  national  application  in  the 
Patent  and  Trademark  Office  and  later, 
wdthin  the  pjriorlty  year,  decides  to  file 
an  international  application  with  the 
same  claims  and  designates  3  foreign 
countries.  The  total  fees  for  the  interna¬ 
tional  application  in  the  example  would 
be  $416.  However,  since  the  claims  are 
the  same  as  those  in  the  national  appli- 
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cation  in  which  the  OflBce  previously 
made  an  international-type  search,  a  re- 
fimd  of  $270  would  be  made  as  indicated 
in  the  table  below.  This  would  result  in 
the  PCT  route  fees  actually  costing  the 
applicant  $146. 

The  second  fee  coliunn,  labeled  (B) , 
relates  to  a  situation  in  which  the  appli¬ 
cant  files  his  international  applic^ion 
initially  and  designates  the  United  ^ates 
of  America  as  one  of  the  Designated 
States.  Here  again  the  international  ap¬ 
plication  fees  would  be  $416.  Subsequent¬ 
ly,  not  later  than  at  the  expiration  of  20 
months  from  the  priority  date,  (in  this 
example  the  international  filing  date, 
pcrr  Art.  2(xi)  (c) ).  the  applicant  must 
pay  his  national  fees  in  the  Designated 
Offices  (PCT  Art.  22.1).  The  Patent  and 
Trademark  Office,  as  a  Designated  Office, 
may  refund  during  patentability  exam¬ 
ination  a  portion  of  the  International 
search  fee  under  §  1.26.  This  practice  will 
result  in  the  total  cost  to  the  applicant 
being  about  the  same  regardless  of 
w'hether  the  national  or  tntemational 
application  is  filed  first. 

The  following  table  is  a  draft  of  the 
criteria  which  the  examiners  may  use  to 
determine  the  amount  of  the  interna¬ 
tional  search  fee  which  may  be  refunded 
as  a  result  of  an  earlier  international - 
tjrpe  search.  Similar  criteria  will  be  used 
for  refunds  under  §  1.26,  Current  plans 
are  to  have  the  examiner  making  the 
international  search  merely  indicate 
which  category  most  nearly  describes  the 
situation  in  the  application  under  con¬ 
sideration. 


(Uiterla  for  refund 


Refund 
percent¬ 
age  of 
search  fee 

Refund 
based  on 
S.’tOO 

search  fi-e 

A.  The  prior,liit«'rtiailonal4ype 
search  was  so  complete 
that  only  an  updating 
search  was  required _ 

90 

$270 

B.  The  prior  international-type 
search  was  directed  to 
substantially  the  same  in¬ 
vention.  However,  the 
•  claims  in  the  international 

vary  from  the  national 
application  so  that  a 
search  in  at  least  one  ad¬ 
ditional  subclass  but  less 
than  three  additional  sub- 
elaases  Is  required _ 

70 

210 

C.  Tlie  prior  international- 
type  search  was  such  that 
about  a  half  of  the  search 
time  of  the  international 
siwch  was  saved _ 

40 

120 

D.  The  prior  international-type 
search  was  of  only  small 
value.  The  claims  of  the 
international  application 
were  so  different  from  the 
claims  In  the  prior  na¬ 
tional  application  that  the 
search  of  only  a  few  sub¬ 
classes  was  saved _ 

25 

75 

E.  The  prior  international- 
type  search  was  of  no 
value . 

0 

(') 

*  Xo  rofuiid. 


Section  1.451  indicates  the  procedures 
to  be  used  to  file  certified  copies  of  pri¬ 
ority  documents.  Paragraph  (h)  Includes 
a  procedure  by  which  the  Office  will  au¬ 
tomatically  forward  a  copy  of  the  prior¬ 
ity  document  to  the  mtomatlonal  Bureau 
if  a  fee  for  copy  preparation  and  a  re¬ 


quest  for  such  service  is  filed  with  the 
international  application. 

Section  1.455  relates  to  who  may  aet  as 
applicant’s  representative  in  an  Interna¬ 
tional  application,  and  indicates  the  In¬ 
ternational  Authority  to  which  powers  of 
attorney  and  revocations  thereof  should 
be  ^ent. 

Section  1.461  covers  the  procedures  for 
transmittal  of  the  record  copy  to  the 
International  Bureau.  It  should  be  noted 
that  the  alternative  procedure  in  para¬ 
graph  (b)  requires  that  applicants  elect¬ 
ing  transmittal  of  the  international  ap¬ 
plication  by  themselves  rather  than  by 
the  receiving  Office  must  file  such  appli¬ 
cations  before  the  expiration  of  11 
months  from  the  priority  date  to  permit 
sufficient  time  for  the  Receiving  Office  to 
process  the  applications  before  transmit¬ 
tal  by  the  applicant  takes  place. 

Section  1.465  relates  to  the  time  limits 
for  processing  based  on  the  priority  date 
that  are  set  by  the  Treaty  and  its  Regu¬ 
lations.  This  rule  indicates  which  date  is 
to  be  used  if  the  original  claimed  prior¬ 
ity  date  is  either  canceled  or  changed. 

Section  1.468  refers  to  excusing  fail¬ 
ures  to  meet  time  limits  during  interna¬ 
tional  processing. 

Section  1.471  covers  procedures  for 
correcting  or  amending  international 
applications. 

Section  1.475  indicates  to  which  Inter¬ 
national  Authority  changes  in  person, 
name  or  address  to  the  applicant  or  in¬ 
ventor  should  be  sent  during  various 
processing  stages. 

Section  1.481  relates  to  the  Interna¬ 
tional  Searching  Authority’s  finding  a 
lack  of  unity  of  invention  (multiple  in¬ 
ventions)  under  PCT  Rule  13  and  the 
resulting  invitation  to  pay  additional 
fees.  This  section  also  rdates  to  the  fil¬ 
ing  of  a  protest  on  a  holding  of  lack  of 
unity  of  invention  and  the  payment  of 
additional  fees. 

Section  1.482  indicates  that  the  In¬ 
ternational  Searching  Authority  may  de¬ 
termine  the  novelty  and  obviousness  of 
generic  or  linking  claims  to  decide  if  such 
claims  properly  link  claims  to  different 
inventions. 

Part  3 

Sections  3.56  and  3.57  are  proposed  as 
oath  and  declaration  forms  which  may 
be  used  when  filing  an  International  ap¬ 
plication  with  the  United  States  Des¬ 
ignated  Office  under  35  U.S.C.  371(c)  (4). 

Part  5 

Section  5.1  relates  to  inspection  of  ap¬ 
plications  by  defense  agencies.  Para¬ 
graph  (a)  indicates  Uiat  the  provisions 
of  Part  5  apply  to  both  national  and  In¬ 
ternational  applications  except  as  other¬ 
wise  specificsdly  indicated  and  that 
the  filing  of  an  international  appli¬ 
cation  designating  a  foreign  coimtry 
is  considered  to  be  a  “foreign  filing.”  In 
Paragraph  (b)  Atomic  Energy  Commis¬ 
sion  is  changed  to  the  Energy  Research 
and  Development  Administration. 

Paragraph  (d)  of  S  5.3  is  added  to  in¬ 
dicate  that  the  record  and  search  copies 
will  not  be  forwarded  to  the  Authorities 
or  delivered  to  the  applicant  if  the  in¬ 


ternational  application  is  under  secrecy 
order. 

Sections  5.11,  5.14,  5.15  and  5.17  indi¬ 
cate  that  a  license  for  filing  an  interna¬ 
tional  application  which  designates  a 
foreign  country’  is  required  in  the  same 
manner  as  a  license  to  file  a  foreign  ap¬ 
plication  directly  in  a  foreign  country. 

The  following  table  of  contents  indi¬ 
cates  the  contents  of  the  proposed  sub¬ 
parts  and  the  location  of  added  sections 
and  section  headings. 

PART  1— RULES  OF  PRACTICE  IN  PATENT 
CASES 

Subpart  A — General  Provisions 
(§5  1.1-1.26) 

General  Information  and 
Correspondence 

Sec. 


•  *  •  •  • 

1.9  Deflnitioiis. 

*  *  •  •  • 

Subpart  B — National  Processing  Provisions 
(§5  1.31-1.362) 

*  *  •  *  • 

The  Application 

*  *  •  •  • 

1.61  Filing  of  applicattons  in  the  United 
States  of  America  as  a  Designated 
Office. 

Statement;  O.ath  or  Declaration 
*  *  •  •  • 

1.70  Content  of  oath  or  declaration  relat¬ 
ing  to  content  of  and  amendments 
to  an  application  upder  35  n.S.C.  371 
(c)(4). 

*  «  *  *  * 

Allowance  and  Issue  of  Patent 

1.318  Notification  of  national  publication 
of  a  patent  based  on  an  interna¬ 
tional  application. 

•  «  •  •  • 
Subpart  C — International  Processing  Provisions 
General  Infmimation 

1 .401  Definitions  of  Terms  under  the  Patent 
Cooperation  Treaty. 

1.412  The  United  States  Receiving  Office. 

1.413  The  International  Searching  Au¬ 

thority  of  Washingtrm. 

1.414  The  United  States  Designated  Office. 
1.416  The  International  Bureau. 

Who  Mat  File  an  International 
Application 

1.421  Applicant  for  international  applica¬ 

tion. 

1.422  When  the  Inventor  is  dead. 

1.423  When  the  inventor  is  Insane  or 

legally  inciqiacitated. 

1.424  Joint  inventors. 

1.426  Piling  by  other  inventor. 

The  International  Application 

1.431  International  application  require¬ 

ments. 

1.432  Designation  of  States  and  payment  oC 

designation  fees. 

1.433  niysical  requirements  of  Interna¬ 

tional  application. 

1.434  The  request. 

1.436  Hie  descrlptitm. 

1.436  The  claims. 

1.437  The  drawings. 

1.438  The  abstract. 
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Fees 

Sec 

1  445  Interuational  application  filing  and 
processing  tees. 

1446  Refund  of  International  application 
filing  and  processing  fees. 

Priority 

1  451  The  priority  claim  and  priority  docu¬ 
ment  in  an  International  applica¬ 
tion. 

Representation 

1  455  Representation  In  International  ap¬ 
plications. 

Transmittal  of  Record  Copy 

1.461  Procedures  for  transmittal  of  Record 
Copy  to  tiie  International  Bureau. 

Timing 

1.465  Timi^  of  application  processing 
based  on  the  priority  date. 

1  468  Delays  In  meeting  time  limits. 

Amendments 

1.471  Corrections  and  amendments  during 
International  processing. 

1.476  Changes  tn  person,  name,  or  address 
of  i^pUcants  and  Inventors. 

Unity  of  Invention 

1.481  Unity  of  invention. 

1.482  Heading  of  lack  of  unity  of  invention. 

Part  3 — ^Porms  For  Patent  Cases 

•  «  *  •  • 

3.66  Oath  to  be  filed  with  United  States 

Designated  Office  under  35  U.S.C.  371 
(c)  (4). 

8.67  Declaration  to  be  filed  with  United 

States  Designated  Office  under  35 
UB.O.  871(c)  (4). 


ATTENTION 

The  texts  of  the  following  proposed 
amendments  are  using  ►  <  arrows  to 
Indicate  additions  and  []  brackets  to 
Indicate  deletions. 


The  texts  of  the  proposed  amendments 
are  as  follows: 

PART  1— RULES  OF  PRACTICE  IN  PATENT 
CASES 

1.  By  revising  §  1.1  to  read  as  follows : 

§  1.1  An  communications  to  be  ad¬ 
dressed  to  Commissioner  of  Patents 
and  Trademarks. 

All  letters  and  other  communications 
Intended  for  the  Patent  and  Trademark 
OflBce  must  be  addressed  to  “Commis¬ 
sioner  of  Patents  and  Trademarks," 
Washington,  D.C.  20231.  When  appro¬ 
priate,  a  letter  Cmayl  ►should  also<^  be 
marked  for  the  attention  of  a  particular 
officer  or  individual.  ►Letters  and  other 
communications  relating  to  international 
applications  during  the  International 
stage  and  prior  to  the  assignment  of  a 
national  serial  number  should  be  addi¬ 
tionally  marked  “Box  PCfr.”M 

Note. — ${  1.1  to  1.26  are  applicable  to 
trademark  cases  as  well  as  to  ^national  and 
International-^  patent  cases  except  pro¬ 
visions  specifically  directed  to  pateotCsl 
w^cases-^.  ►See  1 1.S  for  definitions  of  “na¬ 
tional  application”  and  "international  appll- 
catlcHi.”-^ 


2.  By  revising  paragraph  (a)  of  f  1.4 
to  read  as  follows : 

§1.4  Nature  of  correspondence- 

(a)  Correspondence  with  the  Patent 
and  Trademark  Office  comprises  (1)  cor¬ 
respondence  relating  to  services  and  fa¬ 
cilities  of  the  Office,  such  as  general  In¬ 
quiries,  requests  for  publications  supplied 
by  the  Office,  orders  for  printed  copies 
of  patents  or  trademark  registrations, 
orders  for  copies  of  records,  transmission 
of  assignments  for  recording,  and  the 
like,  and  (2)  correspondence  in  and  re¬ 
lating  to  a  particular  application  or  other 
proceeding  in  the  Office.  See  particularly 
the  rules  relating  to  the  filing  ►,  process- 
ing.-^  [and  prosecution  of  applications! 
or  other  proceedii^  [(J  ►of  national 
applications  in  Subpart  B,-4  §§  1.31  to 
1.352  ►;  of  international  applications  In 
Subpart  C,  §§  1.401-1.482;-^  and  ►of 
trademark  applications.-^  §f  2.11  to 
2.189C)!. 

•  •  •  •  • 

3.  By  revising  paragraph  (a>  of  §  1.5 
to  read  as  follows : 

§  1.5  Identification  of  application,  pat¬ 
ent  or  reg^istration. 

fa)  When  a  letter  concerns  an  appli¬ 
cation  for  patent,  it  should  state  the 
name  of  the  applicant,  the  title  of  the 
invention,  the  serial  number  ►or  inter¬ 
national  application  number^  of  the  ap¬ 
plication,  the  date  of  filing  the  same,  and. 
If  known,  the  group  art  unit  and  name 
of  the  examiner  to  which  It  has  been  as¬ 
signed  (see  S  1.55). 

•  •  •  •  • 

4.  By  revising  paragraphs  (a)  (i)  and 
(xi)  of  S  1.8  to  read  as  follows: 

§  1.8  Certificate  of  mailing. 

(a)  Except  In  the  cases  enumerated 
below,  papers  and  fees  required  to  be 
filed  in  the  Patent  and  Trademaiic  Office 
within  a  set  period  of  time  will  be  con¬ 
sidered  as  being  timely  filed  If  (1)  they 
are  addressed  to  the  Commissioner  of 
Patents  and  Trademarks,  Washlngtcm, 
D.C.  20231,  and  deposited  with  the  United 
States  Postal  Service  with  sufficient  post¬ 
age  as  first  class  mail  prior  to  expiration 
of  the  set  period,  and  (2)  they  are  ac¬ 
companied  by  a  certificate  stating  the 
date  of  deposit  (see  forms,  S§  3.55  and 
4.23) .  The  person  signing  the  certificate 
should  have  reasonable  basis  to  expect 
that  the  correspondence  would  be  mailed 
on  or  before  the  date  Indicated.  The  ac¬ 
tual  date  of  receipt  of  the  paper  or  fee 
will  be  used  for  all  other  piuposes.  This 
procedure  does  not  apply  to  the  follow¬ 
ing: 

(1)  The  filing  of  ►natlonal-4  applica¬ 
tions  ►for  patent-^ ; 

•  •  #  •  •  * 

►  (xi)  The  filing  of  international  ap¬ 
plications  for  patent  and  papers  relating 
thereto.-^ 

•  •  •  •  • 

5.  A  new  S  1.9  Is  added  to  read  as 
follows: 


►  §  1.9  Definitions. 

►  (a)  A  national  application  as  used  in 
this  Chapter  means  a  United  States  na¬ 
tional  application  for  patent  which  was 
either  filed  in  the  Office  imder  35  U.S.C. 
Ill  or  which  resulted  from  an  interna¬ 
tional  application  alter  compliance  with 
35  U.S.C.  371.^ 

►  (b)  An  internajtional  application  as 
used  in  this  Chapter  means  an  interna¬ 
tional  applicafibn  for  patent  filed  imder 
the  Patent  Cooperation  Treaty  prior  to 
entering  national  processing  at  the  Des¬ 
ignated  Office  stage.-^ 

6.  By  revising  §  1.12  to  read  as  follows: 

§  1.12  Assignment  rin-ords  open  to  pub- 

lie  inspeelion. 

The  assignment  records,  relating  to' 
original  or  reissue  patents,  including  di¬ 
gests  and  indexes,  are  open  to  public  in¬ 
spection  and  Cities  of  any  instrument 
recorded  may  be  obtained  upon  payment 
of  the  fee  therefor.  Assignment  records, 
digests  and  indexes,  relating  to  any  pend¬ 
ing  or  abandoned  application  are  not 
available  to  the  public.  Copies  of  any  such 
assignment  records  and  information  with 
respect  thereto  shall  be  obtainable  only 
upon  written  authority  of  the  applicant 
or  his  assignee  or  attorney  or  agent  or 
upon  a  showing  that  the  person  seeking 
such  information  is  a  bona  fide  prospec¬ 
tive  or  actual  purchaser,  mortgagee  or 
licensee  ot  such  applicatimi,  unless  it 
shall  be  necessary  to  the  proper  conduct 
of  business  before  the  Office  or  as  pro¬ 
vided  by  these  rules.  An  order  for  a  copy 
of  an  assignment  should  give  the  iden¬ 
tification  of  the  record.  If  Identified  only 
by  the  name  of  the  patentee  and  number 
of  the  patent,  or  in  the  case  of  a  trade¬ 
mark  registration  by  the  name  of  the 
registrant  and  number  of  the  registra¬ 
tion,  or  by  name  of  the  applicant  and 
serial  number  ►or  international  appli¬ 
cation  number-^  of  the  application,  an 
extra  charge  will  be  made  for  the  time 
consumed  in  making  a  search  for  such 
assignment. 

7.  By  revising  paragraphs  (a)  and  <c) 
of  §  1.14  to  read  as  follows: 

§  1.14  Patent  applirations  preserxeil  in 

•ie<Te»*y. 

(a)  Except  as  provided  in  §  1.1  lib) 
pending  patent  applications  are  pre¬ 
served  in  secrecy.  No  Information  will  be 
given  by  the  Office  respecting  the  filing 
by  any  particular  person  of  an  applica¬ 
tion  for  a  patent,  the  pendency  of  any 
particular  case  before  it,  or  the  subject 
matter  of  any  particular  application,  nor 
will  access  be  ^ven  to  or  copies  furnished 
of  any  pending  application  or  papers  re¬ 
lating  thereto,  without  written  authority 
in  that  particular  application  from  the 
applicant  or  his  assignee  or  attorney  or 
agent  of  record,  ►unless  the  application 
has  been  identified  by  serial  number  in 
a  published  patent  document  or  the 
United  States  of  America  has  been  in¬ 
dicated  as  a  designated  state  in  a  pub¬ 
lished  international  application,  in  which 
case  status  Information  such  as  whether 
it  Is  pending,  aband<med  or  patented  may 
be  supplied,  or<  unless  it  shall  be  seces- 
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saiT  to  the  proper  conduct  of  business 
before  the  Office  or  as  provided  by  this 
part.  ►Where  an  application  has  been 
patented,  the  patent  number  and  issue 
date  may  also  be  supplied.^ 

»  *  *  •  • 

<^c)  Applications  for  patents  which  dis¬ 
close,  or  which  appear  to  disclose,  or 
which  purport  to  disclose,  inventions  or 
discoveries  relating  to  atomic  energy  are 
reported  to  the  ►Energy  Research  and 
Development  Administration^  [Atomic 
Energy  Commission]  and  the  [Commis¬ 
sion]  ►Administration^  will  be  given 
access  to  such  applications,  but  such  re¬ 
porting  does  not  constitute  a  determina¬ 
tion  that  the  subject  matter  of  each 
application  so  reported  is  in  fact  useful 
or  an  invention  or  discovery  or  that  such 
application  in  fact  discloses  subject  mat¬ 
ter  in  categories  specified  by  secs.  151(c) 
and  151(d)  of  the  Atomic  Energy  Act  of 
1954,  68  Stat.  919  (42  U.S.C.  2181). 

♦  «  *  «  * 

8.  By  adding  a  new  paragraph  <  w)  to 
§  1.21  to  read  as  follows: 

§  1.21  Patent  and  miscellaneous  fees 
and  charges. 

«  «  ♦  «  # 

►  (w)  For  preparing  an  international- 
type  search  report  in  a  national  patent 
application _ $25.00. 

Note:  For  fees  relating  to  processing  of 
international  applications,  see  §  1.445.-« 

9.  By  revising  §  1.23  to  read  as  follows: 

§  1.2.3  Method  of  payment. 

All  payments  of  money  required  for 
Patent  and  Trademark  Office  fees  ►,  in¬ 
cluding  fees  for  the  processing  of  inter¬ 
national  applications  (§  1.445)  should 
be  made  in  United  States  specie.  Treas¬ 
ury  notes,  national  bank  no^,  post  office 
money  orders,  or  by  certified  check.  If 
sent  in  any  other  form,  the  Office  may 
delay  or  cancel  the  credit  until  collection 
is  made.  Money  orders  and  checks  must 
be  made  payable  to  the  Commissioner  of 
Patents  and  Trademarks.  Remittances, 
from  foreign  countries  must  be  payable 
and  immediately  negotiable  in  the  United 
States  for  the  full  amount  of  the  fee 
required.  Money  sent  by  mail  to  the 
Patent  and  Trademark  Office  will  be  at 
the  risk  of  the  sender;  letters  containing 
money  should  be  registered. 

10.  By  revising  paragraph  (b)  of  §  1.25 
to  read  as  follows: 

§  1 .25  Deposit  accounts. 

»  •  •  •  * 

(b)  FiUng,  issue,  appeal,  ►interna¬ 
tional-type  search  report,  international 
application  processing,-^  and  petltlcm 
fees  may  be  charged  against  these  ac¬ 
counts. 

11.  By  revising  §  1.26  to  read  as 
follows : 

§  1.26  Refund. 

Money  paid  by  actual  mistake  or  in 
excess,  such  as  a  payment  not  required 
by  law,  will  be  refunded,  but  a  mere 
change  of  purpose  after  the  paimaent  of 
money,  as  when  a  party  desires  to  with¬ 


draw  his  application  or  to  withdraw  an 
appeal,  will  not  entitle  a  party  to  demand 
such  a  return.  ►Refund'nf  a  portion  of 
any  international  search  fee  paid  to  the 
Patent  and  Trademark  Office  may  be 
made  where  the  prior  art  search  made 
during  the  subsequent  national  examina¬ 
tion  of  that  application  is  wholly  or 
partly  based  on  the  earlier  international 
search  made  in  the  international  appli¬ 
cation  for  which  the  search  fee  was  paid. 
The  amount  of  the  refund  will  be  as  de¬ 
termined  by  the  examiner  according  to 
the  value  of  the  prior  international 
search  made  by  the  Patent  and  Trade¬ 
mark  Office  as  an  International  Search¬ 
ing  Authority,  as  90  percent,  70  percent, 
40  percent,  25  percent  or  0  percent  of  the 
international  search  fee.  If  the  amount 
of  the  refund  is  not  a  multiple  of  $10, 
it  will  be  rounded  off  to  the  next  higher 
multiple  of  $10.  (Note  §  1.446  for  refund 
of  the  search  fee  in  an  international 
application.)-^  Amounts  of  ten  cents  or 
less  will  not  be  returned  imless  specifi¬ 
cally  demanded,  within  a  reasonable 
time,  nor  will  the  payer  be  notified  of 
such  amount;  amounts  over  ten  cents  but 
less  than  one  dollar  may  be  retiumed  in 
postage  stamps,  and  other  amounts  by 
check. 

12.  By  revising  paragraphs  (a)  and  (b) 
of  §  1.52  to  read  as  follows; 

§  1.52  Language,  paper,  ^riling,  mar¬ 
gins. 

(a)  The  ►application,  any  papers  per¬ 
taining  thereto,  any  amendments  and 
the-^  [specification  and]  oath  or  dec¬ 
laration  must  be  in  the  English  language 
►or  be  accompanied  by  a  verified  trans¬ 
lation  of  the  application  and  a  trans¬ 
lation  of  any  other  papers  into  the  Eng¬ 
lish  language-^.  All  papers  which  are 
to  become  a  part  of  the  permanent  rec¬ 
ords  of  the  Patent  and  Trademark  Office 
must  be  legibly  written  ►,  typed,-^  or 
printed  in  permanent  ink  or  its  equiva¬ 
lent  in  quality.  All  of  the  application 
papers  must  be  presented  in  a  form  hav¬ 
ing  sufficient  clarity  and  contrast  be¬ 
tween  the  paper  and  the  writing  ►,  typ¬ 
ing,-^  or  printing  thereon  to  permit  the 
►direct-^  production  of  readily  legible 
copies  in  any  number  by  use  of  photo¬ 
graphic,  electrostatic,  (Aiotooffset,  and 
microfilmmg  processes.  If  the  papers  are 
not  of  the  required  quality,  substitute 
typewritten  or  printed  papers  of  suitable 
quality  may  be  required. 

(b)  The  application  papers  (specifi¬ 
cation,  including  claims,  ►abstract,-^ 
oath[,]  or  declaration,  ►and-^  papers  as 
provided  for  in  §§  1.42,  1.43,  1.47,  etc.) 
and  also  papers  subsequently  filed,  must 
be  plainly  written  on  but  (me  side  of  the 
paper.  The  size  of  all  sheets  of  paper 
should  be  8  to  8^  by  10^  to  13  inches 
(20.3  to  21.6  cm.  by  26.6  to  33.0  cm.).  A 
margin  of  ►at  least  £q>proximately  one 
inch  (2.5  cm.)-^  [1^  inches  (3.8  cm.)] 
must  be  reserved  on  the  left-hand  side 
►of  each  page.  The-^  [and  on  the]  top 
of  each  page  of  the  ►application-^ 
[specification],  including  claims  ►must 
have  a  margin  of  at  least  approximately 
%  inch  (2  cm.)-<  The  lines  ►of  text-^ 
must  not  be  crowded  too  closely  together: 


typewritten  lines  should  be  ►lia  or-^ 
double  spaced.  The  pages  of  the  ►appli¬ 
cation-^  [specification],  including  claims 
►and  abstract-^  ,  should  be  numbered 
consecutively,  starting  with  1,  the  num¬ 
bers  being  ►centrally  located"  above  or 
preferably,  below,  the  text-^  [placed  in 
the  center  of  the  bottom  margins]. 

»  »  *  *  * 

13.  By  adding  paragraph  (d>  to  §  1.55 
to  read  as  follows: 

§  1.55  .'■'frijil  iiiiniher  uiid  filing  date  of 

appli<-ali«»ii. 

♦  ♦  ♦  ♦  ♦ 

►  (d»  The  filing  date  of  an  interna¬ 
tional  application  designating  the  United 
States  of  America  shall  be  treated  as  the 
filing  date  in  the  United  States  of  Amer¬ 
ica  under  P(rT  Article  11(3),  except  as 
provided  in  35  U.S.C.  102(e)  .-^ 

14.  By  revising  §  1.57  to  read  as 
follows : 

§  1.57  Signature. 

►  (a)-^  The  application  must  be  signed 
by  the  applicant  in  person.  The  signature 
to  the  oath  or  declaration  ►under 
§  1.65-^  will  be  accepted  as  the  signature 
to  the  application  provided  the  oath  or 
declaration  ►under  §  1.65-^  is  attached 
to  and  refers  to  the  specification  and 
claims  to  which  it  applies.  Otherwise  the 
signature  must  appear  at  the  end  of  the 
specification  after  the  claims. 

►  (b)  The  signature  to  the  oath  or 
declaration  imder  §  1.70  will  be  accepted 
as  the  signature  to  the  application  pro¬ 
vided  the  oath  or  declaration  xmder 
§  1.70  specifically  refers  to  the  specifica¬ 
tion  and  claims  to  which  it  applies.-^ 

►  (c)-^  Full  names  must  be  given,  in¬ 
cluding  at  least  one  given  name  without 
abbreviation  together  with  any  other 
given  name  or  initial. 

15.  By  revising  §  1.58  to  read  as 
follows: 

§  1.58  Oieiiiical  and  iiiatliematii-al  fur- 
niulas  and  tables. 

(a)  The  specification,  including  the 
claims,  may  contain  chemical  and  math¬ 
ematical  formulas,  but  shall  not  contain 
drawings  or  flow  diagrams.  The  descrip¬ 
tion  portion  of  the  specification  may  con¬ 
tain  tables;  claims  may  contain  tables 
►either-^  [only]  if  necessary  to  conform 
to  35  U.S.C.  112  ►or  if  otherwise  found 
to  be  desirable-4 . 

(b)  All  tables  and  chemical  and  math¬ 
ematical  formulas  in  the  specification, 
including  claims,  and  amendments 
thereto,  must  be  on  ►paper  which  is 
fiexible,  strong,  white,  smooth,  non-shiny 
and  durable -4  [pure  white  durable  paper, 
the  surface  of  which  is  calendered  and 
smooth],  in  order  to  permit  use  as 
camera  copy  when  printing  any  patent 
which  may  issue.  A  good  grade  of  bond 
paper  is  acceptable;  watermarks  should 
not  be  prominent.  India  ink  or  its  equiv¬ 
alent,  or  solid  black  typewriter  ribbon 
►should4  [must]  be  us^  to  secure  per¬ 
fectly  ►dark4  [black]  solid  lines. 

(c)  To  facilitate  camera  copying  when 
printing,  the  width  of  formulas  and 
tables  as  presented  should  be  limited  nor¬ 
mally  to  5  inches  (12.7  cm.)  so  that  it 


FEDERAL  REGISTER,  VOL.  '42,  NO.  8— WEDNESDAY,  JANUARY  12,  1977 


PROPOSED  RULES 


2»Vw 


may  appear  as  a  single  column  in  the 
printed  patent  If  It  is  not  possible  to 
limit  the  width  of  a  formula  or  table  to 
5  Inches  (12.7  cm.).  It  Is  permissible  to 
present  the  formula  or  table  with  a  maxi¬ 
mum  width  of  10%  inches  (27.3  cm.) 
and  to  place  it  sideways  on  the  sheet  [. 
in  which  case  the  formula  or  table  will 
appear  printed  across  both  columns  of 
the  page  in  the  printed  patentj.  Type¬ 
written  characters  used  in  such  formulas 
and  tables  mtist  be  from  a  block  (non¬ 
script)  type  font  or  lettering  style  hav¬ 
ing  capital  letters  which  are  at  least 
►0.08^  [0.0851  inch  ►(2.1  mm.)  M  [(2.2 
mm.)  1  high  (e.g.  elite  type) .  Hand  let¬ 
tering  must  be  neat,  clean,  and  have  a 
minimum  character  height  of  ►O.OS^ 
[0.0851  inch  ►(2.1  mm.)<<  [(2.2  mm.)l. 
A  space  at  least  V*  inch  (6.4  mm.)  high 
should  be  provided  between  the  formulas 
and  tables  and  the  text.  Tables  should 
have  the  lines  and  columns  of  data 
closely  spaced  to  conserve  space,  con¬ 
sistent  with  high  degree  of  legibility. 

16.  By  adding  a  new  §xl.61  to  read 
as  follows: 

►  §  1.61  Filing  of  applit'alions  in  the 

United  State*  of  America  a«  a  Desig¬ 
nated  Office.-^ 

►  (a)  To  maintain  the  benefit  of  the 
international  filing  date,  the  applicant 
sha^  furnish  to  the  United  States  Patent 
and  Trademark  OfiBce  a  copy  of  the  in¬ 
ternational  application  with  any  amend¬ 
ments,  unless  it  has  been  previously  fur¬ 
nished  by  the  International  Bureau  or 
uifiess  it  was  originally  filed  in  the  United 
States  Patent  and  Trademark  Office,  a 
verified  translation  of  the  international 
application  and  a  translation  of  any 
amendments  into  the  English  language  if 
originally  filed  elsewhere  in  another 
language,  the  national  fee  (see  §  1.445 

(a)  (4) )  and  an  oath  or  declaration  of 
the  Inventor  (see  §  1.70)  not  later  than 
the  expiration  of  20  months  from  the 
priority  date.-^ 

►  (b)  Where  an  International  Search¬ 
ing  Authority  has  made  a  declaration 
that  no  international  search  report  will 
be  established  because  the  international 
application  relates  to  subject  matter 
which  it  Is  not  required  to  search,  or 
because  the  application  fails  to  comply 
with  the  prescribed  requirements  to  such 
an  extent  that  a  meaningful  search  could 
not  be  carried  out,  the  time  for  perform¬ 
ing  the  acts  referred  to  in  paragraph  (a) 
of  this  section  is.  two  months  from  the 
mailing  date  of  the  declaration  to  the 
applicant. 

17.  By  adding  a  new  ?  1.70  to  read  as 
follows: 

►  §  1.70  Conleiii  of  Oiilh  or  ilcflaration 

relating  to  content  of  and  aniend- 

inentfl  to  an  application  under  35 

U.S.C,  371(c)  (4).^ 

►  <a)(l)  When  an  applicant  of  an  in¬ 
ternational  application,  if  the  inventor, 
desires  to  enter  the  national  stage  under 
35  U.S.C.  371,  he  must  specifically  Iden¬ 
tify  the  International  application  and 
any  amendments  thereto  and  state  that 
he  verily  believes  himself  to  be  the  orig¬ 
inal  and  first  inventor  or  di.scoverer  of 


the  process,  machine,  manufacture,  com¬ 
position  of  matter,  or  improvement 
thereof,  f<n:  which  he  solicits  a  patent; 
that  he  does  not  know  and  does  not  be¬ 
lieve  that  the  same  was  ever  known  or 
used  in  the  United  States  of  America 
before  his  invention  or  discovery  thereof, 
and  shall  state  of  what  country  he  is  a 
citizen  and  where  he  resides  and  whether 
he  is  a  sole  or  joint  inventor  of  the  in¬ 
vention  claimed  in  his  international  ap¬ 
plication  as  filed  or  as  amended.  In  every 
application  the  applicant  must  distinctly 
state  that  to  the  best  of  his  knowledge 
and  belief  the  invention  has  not  been  in 
public  use  or  on  sale  in  the  United  States 
of  America  more  than  one  year  prior  to 
his  international  application,  or  patented 
or  described  in  any  printed  publication 
in  any  country  before  his  invention  or 
more  than  one  year  prior  to  his  interna¬ 
tional  application,  or  patented  or  made 
the  subject  of  an  inventor's  certificate 
in  any  foreign  country  prior  to  the  date 
of  his  International  application  on  an 
application  filed  by  himself  or  his  legal 
representatives  or  assigns  more  than 
twelve  months  prior  to  his  international 
application.  He  shall  state  whether  or  not 
any  application  for  patent  or  inventor’s 
certificate  on  the  same  Invention  has 
been  filed  in  any  foreign  country,  either 
by  himself,  or  by  his  legal  representatives 
or  assigns.  If  any  such  application  has 
been  filed,  the  applicant  siiall  name  the 
country  in  which  the  earliest  such  appli¬ 
cation  was  filed,  and  shall  give  the  day, 
month,  and  year  of  its  filing;  he  shall  also 
identify  by  coimtry  and  by  day,  month, 
and  year  of  filing,  every  such  foreign  ap¬ 
plication  filed  more  than  twelve  months 
before  the  filing  of  the  international 
application. 

►  (2)  This  statement  li)  must  be  sub¬ 
scribed  to  by  the  applicant,  and  (il)  must 
either  (a)  be  sworn  to  (or  affirmed)  as 
provided  in  §  1.66,  or  (b)  include  the 
personal  declaration  of  the  applicant  as 
prescribed  in  §  1.68.^ 

►  (b)  If  the  international  application 
was  made  as  provided  in  S§  1.422,  1.423 
or  1.425,  the  applicant  shall  state  his  re¬ 
lationship  to  the  Inventor  and,  upon  In¬ 
formation  and  belief,  the  facts  which  the 
inventor  is  required  by  this  section  to 
state.^ 

18.  By  revising  paragraph  ib»  of  5  1.72 
to  read  as  follows : 

§  1.72  Title  and  ab-tra«'l. 

«  #  «  •  • 

(b)  A  brief  abstract  of  the  technical 
disclosure  in  the  specification  must  be 
set  forth  ►on  a  separate  sheet,  prefer¬ 
ably  following  the  claims-^  [Immediately 
foUowlng  the  title  and  preceding  the  dis¬ 
closure  in  a  separate  paragraph]  under 
the  heading  “Abstract  of  the  Disclosure.” 
The  purpose  of  the  abstract  is  to  enable 
the  Patent  and  Trademark  Office  and 
the  public  generally  to  determine  quickly 
from  a  cursory  inspection  the  natim  and 
gist  of  the  technical  disclosure,  and  the 
abstract  shall  not  be  used  for  interpret¬ 
ing  the  scope  of  the  claims. 

19.  By  revising  paragraph  (c)  of  1 1.75 
and  adding  paragraphs  (f)  and  (g)  as 
follows ; 


S  1.75  OaimCs). 

•  ••as 

(c)  ►One  or  more  claims  may  be  pre¬ 
sented  in  dependenkform,  referring  back 
to  another  claim  or  claims  in  the  same 
application.  Any  dependent  claim  which 
refers  to  more  than  one  other  claim 
(“mffitlule  dependent  claim”)  shall  refer 
to  such  other  claims  in  the  alternative 
only.  A  multiple  dependent  claim  shall 
not  serve  as  a  basis  for  any  other  multiple 
dependent  claim-^  [When  more  than  one 
claim  is  presented,  they  may  be  placed 
in  dependent  form  in  which  a  claim  may 
refer  back  to  and  fiirther  restrict  a  single 
preceding  claim].  Claims  in  dependent 
form  shall  be  construed  to  Include  all 
the  Umltations  of  the  claim  incorporated 
by  reference  into  the  dependent  claim. 
►A  multiple  dependent  claim  shall  be 
construed  to  incorporate  by  reference  all 
the  limitations  of  the  particular  claim  in 
relation  to  which  it  is  being  considered 

•  P  •  P  S 

►  (f)  If  tliere  are  several  claims,  they 
shall  be  numbered  consecutively  in  Ara¬ 
bic  niunerals.-^ 

►  (g)  All  dependent  claims  referring 
back  to  a  single  previous  claim,  and  all 
dependent  claims  referring  back  to  sev¬ 
eral  previous  claims,  should  be  grouped 
together  to  the  extent  possible.-^ 

20.  By  revising  S  1.77  to  read  as  iol- 
low’s : 

§  1.77  .Arrangt'nicnl  of 

The  ►elements  -  of  tire  application 
sliould  appear  in  the  foUowing  order^^ 
[following  order  of  arrangement  should 
be  observed  in  framing  the  application]: 

(a)  Title  of  the  invention;  or  an  in¬ 
troductory  portion  stating  the  name, 
citizenship,  and  residence  of  the  appli¬ 
cant,  and  the  title  of  the  Invention  may 
be  used. 

(b)  [Abstract  of  the  disclosure  ]  ►‘re¬ 
served)  ◄ 

(c)  Cross-references  to  related  appli¬ 
cations,  if  any. 

(d)  Brief  siunmary  of  the  Invention. 

(e)  Brief  description  of  the  several 
views  of  the  drawmg,  if  there  are  draw¬ 
ings. 

(f)  Detailed  description. 

(g)  Claim  or  claims. 

fh)  Signature.  (See  §  1.57.) 

►  (1)  Abstract  of  the  disclosura 

►  (j)  Drawings.-^ 

21.  By  revising  paragraph  <  a)  of  5  1.78 
to  read  as  follows ; 

§  1.78  Cross-ref rreiH’cs  to  «>llier  appli¬ 
cations. 

(a)  When  an  applicant  files  an  appli¬ 
cation  claiming  an  invention  disclosed  in 
a  prior  filed  copending  ►national-^  ap¬ 
plication  ►or  international  application 
designating  the  United  States  of  Amer- 
lca-<  of  the  same  applicant,  the  second 
application  must  contain  or  be  amended 
to  contain  in  the  first  sentence  of  the 
specification  following  the  title  [and 
ahstract]  a  reference  to  [the]  ►such^ 
prior  application,  identifying  K  by  serial 
number  and  filing  date  ►or  interna¬ 
tional  application  number  and  interna - 
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tional  filing  date  <4  and  Indicating  the 
relationship  of  the  applications.  If  the 
benefit  of  the  filing  date  oi  [the] 
^such-^  prior  avlicaticm  is  to  be 
claimed.  Cross-references  to  other  re¬ 
lated  applications  may  be  made  when 
appropriate.  (See  §  1.14(b)  >. 

«  •  #  #  • 

22.  By  revising  §  1.81  to  read  as  follows: 
§1.81  Drawings  required. 

►  (a)-^  The  applicant  for  patent  is  re¬ 
quired  by  statute  to  furnish  a  drawing 
of  his  invention  ►where  necessary  for 
the  understanding  of  the  subject  mat¬ 
ter  sought  to  be  patented  ;◄  [whenever 
the  nature  of  the  case  admits  of  lt;l 
this  drawing  must  be  filed  w'ith  the 
application. 

►  (b)-^  Illustrations  facilitating  an 
understanding  of  the  invention  (for  ex¬ 
ample,  flow  sheets  in  cases  of  processes, 
and  diagrammatic  views)  may  also  be 
furnished  in  the  same  manner  as  draw¬ 
ings  [and  may  be  required  by  the  OfiBce 
when  considered  necessary  or  desirable]. 

►  (c)  When  a  drawing  or  illustration 
Is  not  necessary  for,  but  would  facilitate, 
the  understanding  of  the  subject  matter 
sought  to  be  patented  and  the  applicant 
has  not  furnished  such  a  drawing  or 
Illustration,  the  Office  may  require  its 
submission  within  a  time  period  of  not 
less  than  two  months  from  the  sending 
of  a  notice  thereof  .◄ 

23.  By  revising  §  1.83  to  read  as  fol¬ 
lows: 

§  1 .83  Conlont  of  drawing. 

(a)  The  drawing  ►should  preferably-^ 
[must]  show  every  feature  of  the  inven¬ 
tion  specified  in  the  claims.  [However,] 
Conventional  features  disclosed  In  the 
description  and  claims,  where  their  de¬ 
tailed  illustration  i^  not  essential  for  a 
proper  imderstanding  of  the  invention, 
should  be  illustrated  in  the  drawing  in 
the  fbrm  of  a  graphical  drawing  symbol 
or  a  labeled  representation  (e.g.,  a  labeled 
rectangular  box) . 

(b)  When  the  invention  consists  of  an 
Improvement  on  an  old  machine  the 
drawing  ►should-^  [must]  when  pos¬ 
sible  exhibit,  in  one  or  more  views,  the 
improved  portion  itself,  disconnected 
from  the  old  structure,  and  also  in  an¬ 
other  view,  so  much  only  of  the  old  struc¬ 
ture  as  wiU  suffice  to  show  the  connection 
of  the  invention  therewith. 

24.  By  revising  paragraphs  (a),  (b), 

(c),  (d),  (e),  (f),  (i),  (j>.  and  (1)  of 
§  1.84  to  read  as  follows: 

§1.84  Standards  for  drawings. 

'  (a)  Paper  and  ink.  Drawings  must  be 

made  upon  ►paper  which  is  flexible, 
strong,  white,  smooth,  non-shiny  and 
durable.-^  [pure  white  paper  of  a  thick¬ 
ness  corresponding  to]  Two-ply  or  three- 
ply  bristol-board  ►is  preferred-^.  The 
surface  of  the  paper  ►should-4  [must] 
be  calendered  [and  smooth]  and  of  a 
quality  which  will  permit  erasure  and 
correcticHi  with  India  ink.  India  ink,  or 
it  equivalent  in  quality,  ►is  preferred-^ 
[must  be  used]  for  pen  drawings  to 


secure  perfectly  black  solid  lines.  Tlie 
use  of  white  pigment  to  cover  lines  is  not 
►normally acceptable. 

(b)  Size  of  sheet  and  margins.  The 
size  of  ►the  sheets  on  which  drawings 
are  made  may  either  be-^  [a  sheet  on 
which  a  drawing  is  made  must  be]  ex¬ 
actly  8  by  14  inches  (21.6  by  35.6  cm.) 
►or  exactly  21.0  by  29.7  cm.  (DIN  size 
A4) .  All  drawing  sheets  in  a  particular 
application  must  be  the  same  size.-^  One 
of  the  shorter  sides  of  the  sheet  is  re¬ 
garded  as  its  top. 

►  (1)  On  81/,  by  14  inch  drawing 
sheets,-^  the  drawing,must  mclude  a  top 
margin  of  2  inches  (5.1  cm.)  and  bot- 
tc«n  and  side  margins  of  one-quarter 
inch  (6.4  mm.)  from  the  edges,  thereby 
leaving  a  “sight”  precisely  8  by  11% 
inches  (20.3  by  29.8  cm.) .  Margin  border 
lines  are  not  permitted.  All  work  must 
be  included  within  the  “sight”.  The 
sheets  may  be  provided  with  two  one- 
quarter  inch  (6.4  mm.)  diameter  holes 
having  their  centerlines  spaced  eleven- 
sixteenths  inch  (17.5  nun.)  below  the 
top  edge  and  2%  inches  (7.0  cm.)  apart, 
said  holes  being  equally  spaced  from  the 
respective  side  edges. 

►  (2)  On  21.0  by  29.7  cm.  drawing 
sheets,  the  drawing  must  include  a  top 
margin  of  at  least  2.5  cm.,  a  left  side 
margin  of  2.5  cm.,  a  right  side  margin  of 
1.5  cm.,  and  a  bottom  margin  of  1.0  cm. 
Margin  border  lines  are  not  permitted. 
All  work  must  be  contained  within  a  sight 
size  not  to  exceed  17  by  26.2  cm.-^ 

(c)  Character  of  lines.  All  drawings ' 
must  be  made  with  drafting  instruments 
or  by  a  process  which  will  give  them  sat¬ 
isfactory  reproduction  characteristics. 
Every  line  and  letter  must  be  ►durable, 
black  or  blue,  sufficiently  dense  and  dark, 
uniformly  thick  and  well  defined;-^  [ab¬ 
solutely  black  and  permanent;]  the 
weight  of  all  lines  and  letters  must  be 
heavy  enough  to  permit  adequate  repro¬ 
duction.  This  direction  applies  to  all  lines 
however  fine,  to  shading,  and  to  lines 
representing  cut  surfaces  in  sectional 
views.  All  lines  must  be  clean,  sharp,  and 
solid  [,  and  fine]  ►.  Pine-^  or  crowded 
lines  should  be  avoided.  Solid  black  ►or 
blue-^  should  not  be  used  for  sectional 
or  surface  shading.  Freehand  work 
should  be  avoided  wherever  it  is  possible 
to  do  so. 

(d)  Hatching  and  shading.  (1)  Hatch¬ 
ing  should  be  made  by  oblique  parallel 
lines  ►spaced  sufficiently  apart  to  ena¬ 
ble  the  lines  to  be  distinguished  without 
difficulty-^  [,  which  may  be  not  less  than 
about  one-twentieth  inch  (1.3  mm.) 
apart]. 

(2)  Heavy  lines  on  the  shade  side  of 
objects  should  ►preferably-^  be  used 
except  where  they  tend  to  thicken  the 
woik  and  obscure  reference  characters. 
TTie  light  should  come  from  the  upper 
left  hand  comer  at  an  angle  of  45*.  Sur¬ 
face  delineations  should  ►preferably-^ 
be  shown  by  proper  shading,  which 
should  be  open. 

(e)  Scale.  Hie  scale  to  which  a  draw¬ 
ing  is  made  ought  to  be  large  enough  to 
show  the  mechanism  without  crowding 
when  the  drawing  Is  reduced  ►  in  size 


to  t-vvo-tliirds-^  in  reproduction,  and 
views  of  portions  of  the  mechsmtetri  on 
a  larger  scale  should  be  used  when  neces¬ 
sary  to  show  details  clearly;  two  or  more 
sheets  should  be  used  if  one  does  not 
gfive  sufficient  room  to  accmnplish  this 
end,  but  the  number  of  sheets  should  not 
be  more  than  is  necessary. 

(f)  Reference  characters.  The  differ¬ 
ent  views  should  be  consecutively  num¬ 
bered  figures.  Reference  numerals  (and 
letters,  but  numerals  are  preferred) 
must  be  plain,  legible  and  carefully 
formed,  and  not  be  encircled.  They 
should,  if  possible,  measure  at  least  one- 
eighth  of  an  inch  (3.2  mm.)  in  height 
so  that  they  may  bear  reduction  to  (me 
twenty-fourth  of  an  inch  (1.1  mm.) ;  and 
they  may  be  slightly  larger  when  there  is 
sufficient  room.  They  ►should-4  [must] 
not  be  so  placed  in  the  close  and  com¬ 
plex  parts  of  the  drawing  as  to  Interfere 
with  a  thorough  compr^ension  of  the 
same,  and  therefore  should  rarely  cross 
w  mingle  with  the  lines.  When  neces¬ 
sarily  grouped  around  a  certain  part, 
they  should  be  placed  at  a  little  distance, 
at  the  closest  point  where  there  is  avail¬ 
able  space,  and  connected  by  lines  with 
the  parts  to  which  they  refer.  They 
should  not  be  placed  upon  hatched  or 
shaded  surfaces  but  when  necessary,  a 
blank  space  may  be  left  in  the  hatch¬ 
ing  or  shading  where  the  character  oc¬ 
curs  so  that  it  shall  appear  perfectly  dis¬ 
tinct  and  separate  from  the  work.  Hie 
same  part  of  an  Invention  appearing  in 
more  than  one  view  of  the  drawing  must 
always  be  designated  by  the  same  char¬ 
acter,  and  the  same  character  must 
never  be  used  to  designate  different 
parts.  ►Reference  signs  not  mentioned 
in  the  description  shall  not  appear  in  the 
drawing,  and  vice  versa.-^ 

•  «  •  •  • 

(i)  Views.  The  drawing  must  contain 
as  many  figures  as  may  be  necessary  to 
show  the  Invention;  the  figures  should 
be  consecutively  niunbered  if  possible  in 
the  order  in  which  they  appear.  The  fig¬ 
ures  may  be  plain,  elevation,  secUcxi,  or 
perspective  views,  and  detaiil  views  of 
portions  of  elements,  cm  a  larger  scale 
if  necessary,  may  also  be  used.  Ex];doded 
views,  with  the  separated  parts  of  the 
same  figure  embraced  by  a  bracket,  to 
show  the  relationship  or  order  of  assem¬ 
bly  of  various  pads  are  permissible. 
When  necessary,  a  view  of  a  large  ma¬ 
chine  or  device  in  its  entirety  may  be 
brc^en  and  extended  over  several  sheets 
if  there  is  no  loss  in  facility  of  under¬ 
standing  the  view.  ►Where  figures  on 
two  or  more  sheets  form  in  effect  a  sin¬ 
gle  complete  figure,  the  figures  on  the 
several  sheets  should  be  so  arranged  that 
the  ccHnplete  figure  can  be  assembled 
without  concealing  any  part  of  any  of 
the  figures  appearing  in  the  various 
sheets [(tlie  different  parts  should  be 
Identified  by  the  same  figure  number  but 
followed  by  the  letters,  a,  b,  c,  etc.,  for 
each  part)].  The  plane  upon  w'hich  a 
sectional  view  is  taken  should  be  indi¬ 
cated  on  the  general  view  by  a  broken 
line,  the  ends  of  wliich  should  be  desig¬ 
nate  by  numerals  corresponding  to  the 
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figure  number  of  the  sectional  view  and 
have  arrows  applied  to  indicate  the  di¬ 
rection  in  which  the  view  is  taken.  A 
moved  position  may  be  shown  by  a 
broken  line  superimposed  upon  a  suit¬ 
able  figure  If  this  can  be  done  without 
crowding,  otherwise  a  separate  figme 
must  be  used  for  this  purpose.  Modified 
forms  of  constinictlon  can  only  be  shown 
In  separate  figures.  Views  should  not  be 
connected  by  projection  lines  nor  should 
center  lines  be  used. 

(j)  Arrangement  of  views.  All  views  on 
the  same  sheet  ►should-^  [mustl  stand 
in  the  same  direction  and  [should],  if 
possible,  stand  so  that  they  can  be  read 
with  the  sheet  held  in  an  upright  posi¬ 
tion.  If  views  longer  than  the  width  of  the 
sheet  are  necessary  for  the  clearest  illus¬ 
tration  of  the  invention,  the  sheet  may  be 
turned  on  its  side  so  that  the  ^top  of  the 
sheet  with  the  appropriate  top  margin-^ 
[two-inch  (5.1  cm.)  margin]  is  on  the 
right  hand  side.  One  figure  mast  not  be 
placed  ubon  another  or  within  tlie  outline 
of  another. 

*  *  •  •  • 

(1)  Extraneous  matter.  [An  inventor’s, 
agent’s,  or  attorney’s  name,  signature, 
stamp,  or  address,  or  other  extraneous 
matter,  will  not  be  permitted  upon  the 
face  of  a  drawing,  within  or  without  the 
margin,  except  that]  Identifying  indicia 
(►such  as  the^  attorney’s  docket  num¬ 
ber,  Inventor’s  name,  number  of  sheets, 
etc.)  [should]  ►not  to  exceed  2%  inches 
<7.0  cm.)  in  width  may-^  be  placed  ►in  a 
centered  location  between  the  side 
edges'^  within  three-fourths  inch  (19.1 
mm.)  of  the  top  edge  [and  between  the 
hole  locatlcms  defined  in  paragraph  (b) 
of  this  section].  Authorized  security 
markings  may  be  placed  on  the  drawings 
provided  they  [be]  ►are-^  outside  the  il¬ 
lustrations  and  are  removed  when  the 
material  is  declassified.  ►Other  extrane¬ 
ous  matter  will  not  be  permitted  upon 
the  face  of  a  drawing.-^ 

•  «  •  «  • 

25.  By  adding  new  paragraphs  (c)  and 
(d)  to  §  1.104  to  read  as  follows: 

§  1.104  Nature  of  examination;  exam¬ 
iner's  action. 

*  •  •  •  • 

►  (c)  An  international-type  search 
will  be  made  in  all  national  applications 
filed  on  smd  after  the  date  the  United 
States  Patent  and  Trademark  Office  is 
appointed  as  an  International  Searching 
Authority.-^ 

►  (d)  Any  national  application  may 
also  have  an  international-type  search 
report  prepared  thereon  at  the  time  of 
the  national  examination  upon  specific 
written  request  therefor  and  payment  of 
the  international-type  search  report  fee. 
See  §  1.21  (w)  for  amount  of  fee  for  prep¬ 
aration  of  international-type  search  re- 
port.^ 

26.  By  revising  S  1.141  to  read  as  fol¬ 
lows. 

§  1.141  Different  inventktns  in  one 
application. 

►  (al-^  Two  or  m^re  Independent  and 
distinct  inventions  may  not  be  claimed 
in  one  application  ►.  However,  a  group 


in  (me  application  .  However,  a  group 
of  inventions  which  are  so  linked  as  to 
form  a  single  general  Inventive  concept 
such  as  those  set  forth  in  paragraphs 
(b) ,  (c)  or  (d)  .of  this  section,  are  con¬ 
sidered  to  be  one  invention  under  {$  1.- 
141-1.146^  [except  that  more  than  one 
species  of  an  invention,  not  to  exceed 
five]. 

►  (b)  Difiei'ent  species  of  an  mven- 
tion^  may  be  specifically  claimed  in 
different  claims  in  one  appUcation.  pro¬ 
vided  the  application  also  includes  an 
allowable  claim  generic  to  all  the  claimed 
.species  and  all  the  claims  to  [each] 
species  in  excess  of  one  are  written  in 
dependent  form  (|  1.75)  or  otherwise  in¬ 
clude  all  the  limitations  of  the  generic 
claim. 

►  (c)  Paragi'aph  (a)  of  this  section 
shall  be  construed  as  permitting  the  ex¬ 
amination  of  claims  of  different  cate¬ 
gories  in  an  application,  in  particular 
either  of  the  following  two  groupings  of 
claims  of  different  categories :  ◄ 

►(1)  in  addition  to  an  independent 
claim  for  a  given  product,  Oie  inclusion 
in  the  same  application  of  one  independ¬ 
ent  claim  for  one  process  specially  adapt¬ 
ed  for  the  manufactm*e  of  the  said  prod¬ 
uct,  or  the  inclusion  in  the  same  applica¬ 
tion  of  one  independent  claim  for  one  use 
of  the  said  product,  or  both;  or-< 

►  (ii)  in  addition  to  an  independent 
claim  for  a  given  pr(x:ess,  the  Inclusion 
in  the  same  application  of  one  independ¬ 
ent  claim  for  one  apparatus  or  means 
specifically  designed  for  carrj'ing  out  the 
said  process.-^ 

►  (d)  If  the  product  clabn  of  subpara¬ 
graph  (1)  of  paragraph  (c)  of  this  sec¬ 
tion  or  the  pr(X!ess  claim  of  subpara¬ 
graph  (ii)  of  paragraph  (c)  of  this  sec¬ 
tion  is  not  allowable,  the  examhier  may 
withdraw  from  consideration  the  claims 
to  the  other  categories.  If  subsequently 
such  a  product  or  process  claim  is  found 
allowable,  the  examiner  must  also  con¬ 
sider  Uie  merits  of  the  claims  to  the 
other  categories  as  indicated  in  subpara¬ 
graphs  (i)  and  (ii)  of  paragraph  (c)  of 
this  section.^ 

►  (e)  Subject  to  paragraph  <a)  of  this 
section,  and  exc^t  where  paragraph  (c) 
of  this  section  implies,  there  may  be  in¬ 
cluded  in  the  same  application  two  or 
more  independent  claims  of  one  and  the 
same  category  (l.e.,  product,  process,  ap¬ 
paratus,  or  use)  which  cannot  readily  be 
covered  by  a  single  generic  claim.-^ 

27.  By  revising  S  1.146  to  read  fol¬ 
lows: 

§1.146  Kh'ction  of  sp«N'ie». 

In  the  first  action  on  an  applicatum 
containing  a  generic  claim  and  claims 
restricted  separately  to  each  of  more 
than  one  species  raibraced  thereby,  the 
examiner[.  If  of  the  opinion  after  a  com¬ 
plete  search  on  the  generic  claims  that 
no  gen^ic  claim  presented  is  allowable,] 
shall  require  the  applicant  In  his  re¬ 
sponse  to  that  action  to  dect  that  species 
of  his  Invention  to  which  his  claims  shall 
be  restricted  If  no  gmeric  claim  Is  finally 
held  allowable.  [However.  If  such  appli¬ 
cation' contains  claims  directed  to  more 
than  five  species,  the  examiner  may  re¬ 


quire  restriction  of  tire  claims  to  not 
more  than  five  species  before  taking  any 
fuither  action  in  the  case.] 

28.  By  adding  a  new  §  1.318  to  read  as 
follows: 

►  §  1.318  Notification  of  national  pub¬ 
lication  of  a  patent  based  on  an  in¬ 
ternational  application.-^ 

►The  Office  will  notify  tlie  Interna¬ 
tional  Bureau  when  a  patent  is  issued  on 
an  application  filed  under  35  U.S.C.  371, 
and  there  has  been  no  previous  Interna¬ 
tional  publication.-^ 

29.  By  revising  paragraphs  <a)  and  fc' 
of  §  1.331  to  read  as  follows: 

§  1.331  Recording  of  assigninenti). 

(a)  Assignments,  including  grants  and 
conveyances,  of  patents  ►,  national  ap¬ 
plications,  or  international  aptdlcatlons 
which  designate  the  United  States  of 
America-^  [or  applications  for  patents] 
imder  35  U.S.C.  261,  will  be  recorded  in 
the  Patent  and  ’Trademark  Office.  Other 
instruments  affecting  title  to  a  patent[ 
or  application  for  patent,]  ►,  a  national 
application,  or  an  international  appli¬ 
cation  which  designates  the  United  State.s 
of  America-^,  and  licenses,  even  though 
the  recording  thereof  may  not  serve  as 
constructive  notice  under  35  U.S.C.  261. 
will  be  recorded  as  provided  in  tills  sec¬ 
tion  or  in  the  discretion  of  the  Commi.s- 
sioner. 


<c)  An  instrument  relating  to  a  patent 
.should  Identify  the  patent  by  number 
and  date  (the  name  of  the  inventor  and 
title  of  the  inventlnon  as  stated  In  the 
patent  should  also  be  given) ;  an  Instru¬ 
ment  relating  to  [an]  ►a  national  ap¬ 
plication,  or  an  international-^  applica¬ 
tion  ►which  designates  the  United  States 
of  America-^  should  Identify  the  appli¬ 
cation  by  serial  ►number  or  internation¬ 
al  application-^  niunber  and  date  of  fil¬ 
ing  (the  name  of  the  Inventor  and  title 
of  the  Invention  as  stated  in  the  appli¬ 
cation  should  also  be  given)  but  if  an 
asignment  is  executed  concurrently  with 
or  subsequent  to  the  execution  of  the 
application  but  before  the  application  is 
fil^  or  before  its  serial  ►number  or  in¬ 
ternational  application-^  number  and  fil¬ 
ing  date  are  ascertained,  it  should  ade¬ 
quately  identify  the  application,  as  by 
its  date  of  exe(nitlon  and  name  of  the 
Inventor  and  title  of  the  invention;  so 
that  there  can  be  no  mistake  as  to  the 
patent  or  application  Intended. 

Proposed  Subpart  C 

30.  By  adding  a  new  §  1.401  to  read 
follows: 

►  §  1.401  Definitions  of  Terms  umler 

tlie  Patent  Cooperation  Treaty.-^ 

►  (a)  The  abbreviation  “PCT”  or  the 
term  ‘"Treaty”  means  the  Patent  Coop- 
erati(m  Treaty. 

►  (b)  "International  Bmeau”  means  the 
World  Intellectual  Property  Organization 
kx;ated  at  32  chemin  des  Colombettes. 
Geneva,  Switzerland.-^ 

►  (c)  "Administrative  Instructions” 
means  that  body  of  Instructions  for  op- 
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crating  under  the  Patent  Cdoperation 
Treaty  referred  to  In  PCT  Rule 

►  (d)  “Request’',  when  c£«>italized, 
means  that  element  of  the  intematl<mal 
application  described  in  PCT  Rules  3  and 
4.^ 

►  (e)  “International  application”,  as 
used  in  this  Subchapter  is  defined  in 
§  1.9.^ 

►  (f)  “Priority  date”  for  the  purposes 
of  computing  time  limits  under  the 
Patent  Cooperatiwi  Treaty  is  d^ined  in 
PCT  Art.  2  (xi).  Note  also  S  1.465. ◄ 

►  (g)  Other  terms  and  expressions  in 
this  subpart  C  not  defined  in  this  section 
are  to  be  taken  in  the  sense  indicated  in 
PCT  Art.  2  and  35  U.S.C.  351. ◄ 

31.  By  adding  a  new  §  1.412  to  read  as 
follows : 

►  §  1.412  Tlie  Uniled  Stales  Reeeiviiig 

Office.'^ 

►  (a)  Ihe  United  States  Patent  and 
Trademarit  Office  is  a  Receiving  Office 
only  for  applicants  who  are  residents  or 
nationals  of  the  United  States  of  Amer- 
ica.^ 

►  (b)  The  Patent  and  Trademark  Office, 
when  acting  as  a  Receiving  Office,  will 
be  identified  Iw  the  full  title  “United 
States  Receiving  Office"  or  by  the  abbre¬ 
viation  “RO/US.”^ 

►  (c)  The  major  fimctions  of  the  Re¬ 
ceiving  Office  include : 

(1)  according  of  international  filing 
dates  to  international  applications  meet¬ 
ing  the  requirem«its  of  PCT  Art.  IKD, 
and  PCT  Rule  20; 

(2)  assuring  that  international  awJli- 
catiwis  meet  the  standards  for  format 
and  content  of  PCT  Art.  14(1),  PCT  Rules 
9,  26,  29.1,  37,  38,  91.  and  portions  of  PCT 
Rules  3  through  11; 

(3)  collecting  and,  when  required, 
transmitting  fees  due  for  processing 
international  applications  (PC7T  Rules  14, 
15,  16) ;  and 

(4)  transmitting  the  record  and  search 
copies  to  the  International  Bureau  and 
International  Searching  Authority,  re¬ 
spectively  (PCT  Rules  22  and  23 )  .◄ 

32.  By  adding  a  new  5  1.413  to  read  as 
follows: 

►  §  1.413  The  International  Searching 

Authority  of  Washington.'^ 

►  (a)  Pursuant  to  appointment  by  the 
Assembly,  the  United  States  Pateivb  and 
Trademark  Office  will  act  as  an  Interna¬ 
tional  Searching  Authority  for  Interna¬ 
tional  applications  filM  with  the  United 
States  Receiving  Office,  in  accordance 
with  agreement  between  the  Patent  and 
Trademark  Office  and  the  Intemsdiional 
Bureau  (PCT  Art.  16(3)  (b) )  .◄ 

►  (b)  The  Patent  and  Trademark  Of¬ 
fice,  when  acting  as  an  International 
Searching  AuUiorlty,  will  be  Identified  by 
the  full  title  “International  Searching 
Authority  of  Washingttm,”  or  by  the  ab¬ 
breviation  “ISA/US.’’^ 

►  (c)  The  major  functions  of  the  In¬ 
ternational  Searching  Authority  include: 

(1)  ai^roving  m:  establishing  the  title 
and  abstract; 

(2)  considering  the  matter  of  unity  of 
invention; 


(3)  cMiduotlng  intm»tional  and  in- 
tematcmal-type  searches  and  preparing 
international  and  intemattonal-type 
search  reports  (PCT  Art  15,  17  and  18. 
and  PCTT  Rules  25,  33-45  and  47) ;  and 

(4)  transmitting  the  intematlcmal 
search  r^x>rt  to  the  applk:ant  and  the 
International  Bimeau.-^ 

33.  By  adding  a  new  §  1.414  to  read  as 
follows : 

►  §  1.414  Thr  1.  lilted  Slate'*  De'igiiaieil 

Ofliee.^ 

►  (a)  The  United  States  Patent  and 
Trademark  Office  will  act  as  a  Desig¬ 
nated  Office  for  international  applica¬ 
tions  in  which  the  United  States  of 
America  has  been  designated  as  a  State 
in  which  patent  protection  is  desired.-^ 

►  (b)  The  Patent  and  Trademark  Of¬ 
fice.  when  acting  as  a  Desigmated  Office 
during  international  processing  will  be 
identified  by  the  full  title  “United  States 
Designated  Office”  or  bv  the  abbrevia¬ 
tion  “DO/US.”^ 

►  (c)  The  major  functions  of  the 
United  States  Designated  Office  in  re¬ 
spect  to  intematicmal  applications  in 
which  the  United  States  of  America  has 
been  designated,  include: 

(1)  Receiving  various  notifications 
throughout  the  International  stage. 

(2)  Accepting  f<w  regular  national  pa¬ 
tentability  examination  international 
aiH>lications  which  satisfy  the  require¬ 
ments  of  35  U.S.C.  371,  and 

(3)  Conducting  reviews  under  PCTT 
Article  25  for  those  international  appli¬ 
cations  declared  withdrawn.-^ 

34.  By  adding  a  new  §  1.415  to  read  as 
follows : 

►§  1.413  The  International  Bureau. 

►  (a)  The  International  Bureau  is  the 
World  Intellectual  Property  Organiza¬ 
tion  located  at  Geneva,  Switzerland.  It  is 
the  international  intergovernmental  or¬ 
ganization  which  acts  as  the  coordinat¬ 
ing  body  under  the  Treaty  and  the  Regu¬ 
lations.  (PCTT  Art.  2  (xix)  and  35  U.S.C. 
351(h). )◄ 

►  (b)  The  major  functions  of  the  In¬ 
ternational  Bureau  include: 

(1)  Publishing  of  International  appli¬ 
cations  and  the  International  Gazette; 

(2)  Transmitting  ct^ies  of  interna¬ 
tional  ain>Ucations  to  Designated  Offices; 

(3)  Storing  and  maintaining  record 
copies;  and 

(4)  Transmitting  information  to  au¬ 
thorities  pertinent  to  the  processing  of 
specific  international  applications. 

35.  By  adding  a  new  §  1.421  to  read 
as  follows: 

►  §  1.421  Applicant  for  iiiternalional 

application.-^ 

►  (a)  Only  residents  or  nationals  of 
the  United  States  of  America  may  file 
international  applications  in  the  United 
States  Receiving  Office.-^ 

►(b)  Although  the  United  States  Re¬ 
ceiving  Office  will  accept  international 
aiHilications  filed  by  any  resident  or  na¬ 
tional  of  the  United  States  of  America 
for  intematicmal  processing,  an  interna¬ 
tional  application  designating  the  United 


States  of  America  will  be  accepted  by 
the  Patent  and  Trademark  Office  for  the 
national  stage  only  if  filed  by  the  in¬ 
ventor  or  as  provided  in  5§  1.422, 1.423  or 
1.425.^ 

►  (c)  International  applications  which 
do  not  designate  the  United  States  of 
America  may  be  filed  by  the  assignee  or 
owner.  ◄ 

►  (d)  Any  indication  of  different  ap¬ 
plicants  for  the  purpose  of  different 
designated  offices  must  be  shown  on  the 
Request  portion  of  the  international  ap¬ 
plication.-^ 

►  (e)  Changes  in  the  person,  name,  or 
address  of  the  applicant  shall  be  made  in 
accordance  with  PCT  Rule  18.5.-^ 

36.  By  adding  a  new  §  1.422  to  read 
as  follows: 

►  §  1.422  When  the  inventor  is  dead.-^ 

►In  case  of  the  death  of  the  inventor, 
the  legal  representative  (executor,  ad¬ 
ministrator,  etc.)  of  the  deceased  inven¬ 
tor  may  sign  the  R^uest  and  other 
papers  in  an  international  application 
which  designates  the  United  States  of 
America.-^ 

37.  By  adding  a  new  §  1.423  to  read  as 
follows : 

►  §  1.423  ^’hen  the  inventor  is  insane 

or  legally  ineapaeilated.-^ 

►In  case  an  inventor  is  insane  or 
otherwise  legally  incapacitated,  the  legal 
representative  (guardian,  conservator, 
etc.)  of  such  inventor  may  sign  the  Re¬ 
quest  and  other  papers  in  an  Interna¬ 
tional  application  which  designates  the 
United  States  of  America.-^ 

38.  By  adding  a  new  !  1.424  to  read  as 
follows: 

►§  1.424  Joint  inventors.-^ 

►Joint  inventors  must  each  sign  the 
Request  in  an  international  application 
which  designates  the  United  States  of 
America;  the  signature  of  either  of  them 
alone,  or  less  than  the  entire  number 
will  be  insufficient  for  an  Invention  in¬ 
vented  by  them  jointly,  except  as  pro¬ 
vided  in  §  1.425.-^ 

39.  By  adding  a  new  §  1.425  to  read 
as  follows: 

►§  1.423  Filing  by  other  than  inven¬ 
tor.-^ 

►  (a)  If  a  joint  inventor  refuses  to 
join  in  an  international  application 
which  designates  the  United  States  of 
America  or  cannot  be  found  or  reached 
after  diligent  effort,  the  international 
aimlication  whidi  designates  the  United 
States  of  America  may  be  filed  the 
otha*  inventor  on  beht^  oi  himself  and 
the  omitted  inventor.  Such  an  interna¬ 
tional  application  which  designates  the 
United  States  of  America  must  be  ac¬ 
companied  by  proof  of  the  pertinent  facts 
and  must  state  the  last  known  address 
of  the  (miitted  inventor.  The  Patent  and 
Trad«nark  Office  shall  forward  notice 
of  the  filing  of  the  intematicmal  appU- 
catiem  to  the  omitted  invmtor  at  said 
address.-^ 
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►  (b)  Whenever  an  inventor  refuses  to 
execute  an  international  application 
which  designates  the  United  States  of 
America,  or  cannot  be  found  or  reached 
after  diligent  effort,  a  person  to  whom 
the  inventor  has  assigned  or  agreed  In 
writing  to  assign  the  invention  or  who 
otherwise  shows  sufficient  proprietary  in¬ 
terest  In  the  matter  justifying  such  ac¬ 
tion  may  file  the  international  applica¬ 
tion  on  behalf  of  and  as  agent  fca:  the 
inventor.  Such  an  international  applica- 
tl(m  which  designates  the  United  States 
of  America,  must  be  accompanied  by 
proof  of  the  pertinent  facts  and  a  show¬ 
ing  that  such  action  is  necessary  to  pre¬ 
serve  the  rights  of  the  parties  or  to  pre¬ 
vent  irreparable  damage,  and  must  state 
the  last  known  address  of  the  inventor. 
The  assignment,  written  agreement  to 
assign  or  other  evidence  of  proprietary 
interest,  or  a  verified  copy  thereof,  must 
be  filed  in  the  Patent  and  Trademark 
Office.  The  Office  shall  forward  notice 
of  the  filing  of  the  application  to  the 
Inventor  at  the  address  stated  in  the 
application.'^ 

40.  By  adding  a  new  §  1.431  to  read  as 
follows: 

►  §  1.431  International  application  re¬ 

quirements.'^ 

►  (a)  An  international  application 
shall  contain,  as  specified  in  the  Treaty 
and  the  Regulations,  a  Request,  a 
description,  one  or  more  claims,  one  or 
more  drawings  (where  required) ,  and  tm 
abstract  (PCT  Art  3(2) )  .◄ 

►  (b)  An  international  filing  date  will 
be  accorded  by  the  United  States  Re¬ 
ceiving  Office,  at  the  time  of  receipt  of 
the  international  application,  prodded 
that: 

(1)  The  applicant  is  a  United  States 
resident  or  national  (35  U.S.C.  361(a), 
PCT  Art.  11(1)  (D). 

(2)  *1116  international  application  is 
in  the  English  language  (35  U.S.C.  361 
(c).  PCT  Art.  11(1)  (ID). 

(3)  The  international  application  con¬ 
tains  at  least  the  following  elements 
(PCT  Art.  11(1)  (ill)): 

(i)  An  indication  that  it  is  Intended  as 
an  international  application  (PCT  Rule 
4.2), 

(11)  The  designation  of  at  least  one 
contracting  State  of  the  International 
Patent  Cooperation  Union, 

(ill)  The  name  of  the  applicant,  as 
prescribed  (note  §  1.422), 

(Iv)  A  part  on  the  face  of  it  appears  to 
be  a  description,  and 

(v)  A  part  which  on  the  face  of  it  ap¬ 
pears  to  be  a  claim  (PCT  Art.  11(1) ).◄ 

►  (c)  Pasunent  of  the  basic  portion  of 
the  international  fee  (PCTT  Rule  15.2) 
and  the  transmittal  and  search  fees 
(|  1.441)  shall  be  made  in  full  at  the  time 
the  international  application  papers  re¬ 
quired  by  paragraph  (b)  of  this  section 
are  deposited.  Failure  to  make  full  pay¬ 
ment  on  the  same  date  as  the  deposit  of 
the  international  application  papers  re¬ 
quired  by  paragraph  (b)  of  this  section 
will  result  in  the  international  applica¬ 
tion  being  considered  withdrawn  «PCT 
Art.  14(3)  (a)). ◄. 


41.  By  adding  a  new  §  1.432  to  read  as 
as  follows: 

►§  1.432  Designatioii  of  States  and 
payment  of  designation  fees.-^ 

►  (a)  The  names  of  Designated  States 
shall  appear  in  the  Request  upon  filing 
and  must  be  indicated  as  set  forth  in  sec¬ 
tion  202  of  the  Administrative  Instruc¬ 
tions.-^ 

►  (b)  The  d^ignation  fees  may  be 
paid  upon  filing  of  the  international  ap¬ 
plication,  but  must  be  paid  at  the  latest 
before  the  expiration  of  one  year  from 
the  priority  date  (PCT’  Rule  15.4(b)). 
Failure  to  timely  pay  the  designation 
fee  for  a  particular  Designated  State 
will  result  in  the  withdrawal  of  that 
designation  (PCT  Art.  14(3)  (b)).  Fail¬ 
ure  to  timely  pay  at  least  one  designation 
fee  will  result  in  the  withdrawal  of  the 
international  application  (PtTT  Art.  14 
(3)  (a)).^ 

42.  By  adding  a  new  §  1.433  to  read  as 
follows: 

►  §  1.433  Physical  requireninils  of  in¬ 

ternational  application.-^ 

►  (a)  The  international  application 
and  each  of  the  documents  that  may  be 
referred  to  in  the  check  list  of  the  Re¬ 
quest  (PCT  Rule  3.3(a)  (ii) )  shall  be  filed 
in  one  copy  only.-^ 

►  (b)  The  physical  requirements  for 
international  applications  are  set  forth 
in  PCT  Rule  11  and  Sections  201-208  of 
the  Administrative  Instructions.-^ 

43.  By  adding  a  new  §  1.434  to  read  as 
follows: 

►  §  1.434  Tlie  Request.-^ 

►  (a)  The  Request  shall  be  made  on  a 
standardized  printed  form  (PCT  Rules 
3  and  4) .  Copies  of  such  printed  Request 
forms  are  available  from  the  Patent  and 
Trademark  Office.-^  Letters  requesting 
such  forms  should  be  marked  “Box  PCTT.” 

►  (b)  The  Check  List  portion  of  the  re¬ 
quest  form  should  indicate  each  docu¬ 
ment  acc<xni>anying  the  international 
ai^licatlon  on  filing.-^ 

►  (c)  All  information,  for  example,  ad¬ 
dresses,  names  of  Stal^  and  dat^,  shall 
be  indicated  in  the  Request  as  required 
by  PCT  Rule  4  and  Administrative  In¬ 
structions  201  and  202.-^ 

►  (d)  International  applications  which 
designate  the  United  States  of  America 
shall  Include: 

(1)  the  name,  address,  and  signature 
of  the  inventor,  except  as  provided  by 

1.422, 1.423  and  1.425; 

(2)  a  reference  to  any  copending  na¬ 
tional  application  or  international  apidi- 
cati<m  designating  the  United  States  of 
America,  if  the  benefit  of  the  filing  date 
of  the  prior  copending  application  Is  to 
be  claimed.-^ 

44.  By  adding  a  new  §  1.435  to  read  as 
follows : 

►  §1.4.35  The  description.-^ 

►  (a)  Requirements  as  to  the  content 
and  form  of  the  description  are  set  forth 
in  PCT  Rules  5,  9,  10,  and  11  and  Ad¬ 
ministrative  Instruction  205,  and  shall  be 
adhered  to.-^ 


►  ib>  In  international  applications  des¬ 
ignating  the  United  States  of  America  the 
description  must  contain  upon  filing  an 
indication  of  the  best  mode  contemplated 
by  the  Inventor  for  carrying  out  the 
claimed  invention.-^ 

45.  By  adding  a  new  §  1.436  to  read  as 
follows : 

►  §  1.436  The  claim-i.-^ 

►The  requirements  as  to  tlie  content 
and  format  of  claims  are  set  forth  in  PCT 
Art.  6  and  PCT  Rules  6,  9, 10,  and  11  and 
shall  be  adhered  to.-^ 

46.  By  adding  a  new  5  1.437  to  read  as 
follows: 

►  §  1.437  The  drawings.-^ 

►  (a)  Subject  to  paragraph  (b)  of  this 
section,  when  drawings  are  necessary  for 
the  understanding  of  the  invention,  or 
are  mentioned  in  the  description,  they 
must  be  part  of  an  international  applica¬ 
tion  as  originally  filed  in  the  United 
States  Receiving  Office  in  order  to  main¬ 
tain  the  international  filing  date  during 
the  national  stage  (PCT  Art.  7).-^ 

►  (b)  Drawings  missing  from  the  appli¬ 
cation  upon  filing  will  be  accepted  if  such 
drawings  are  received  within  30  days  of 
the  date  of  first  receipt  of  the  Incomplete 
papers.  If  the  missing  drawings  are  re¬ 
ceived  within  the  30  day  period,  the  in¬ 
ternational  filing  date  shall  be  the  date 
on  which  such  drawings  are  received.  If 
such  drawings  are  not  timely  received 
all  references  to  drawings  in  the  inter¬ 
national  application  shall  be  ccmsldered 
non-existent  (PCTT  Ark  14(2),  Adminis¬ 
trative  Instruction  310)  .M 

►  (c)  The  plnrslcal  requirements  for 
drawings  are  set  forth  in  PCTT  Rule  11 
and  shall  be  adhered  to.-^ 

47.  By  adding  a  new  §  1.438  to  read  as 
follows: 

►  §  1.438  The  al><.|rael.-^ 

►  (a)  Requirements  as  to  the  content 
and  form  of  the  abstract  are  set  forth  in 
PCT  Rule  8,  and  shall  be  adhered  to.-^ 

►  (b)  Lack  of  an  abstract  upon  filing  of 
an  international  application  will  not  af¬ 
fect  the  granting  of  a  filing  date.  How¬ 
ever,  failure  to  furnish  an  abstract 
within  one  month  from  the  date  of  the 
notification  by  the  Receiving  Office  will 
result  In  the  International  application 
being  declared  withdrawn.-^ 

48.  By  adding  a  new  §  1.445  to  read  as 
follows : 

►  §  1.445  International  appliralion  fil¬ 

ing  and  processing  fees.-^ 

►  (a)  The  following  fees  and  charges  are 
established  by  the  Patent  and  Trade¬ 
mark  Office  tmder  the  authority  of  35 
U.S.C.  376. 

(1)  A  transmittal  fee  (see  35  U.S.C. 

361(d)  and  PCT  Rule  14)  _ 

$35.00. 

(2)  A  search  fee  (see  35  U.S.C.  361(d) 

and  PCT  Rule  16) _ $300.00 

(3)  A  supplemental  search  fee  when 

required  (see  PC7T  Ark  17(3)  (a)  and  PCT 
Rule  40.2)  _  $200.00  per  addi¬ 

tional  invention. 
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(4)  The  national  fee,  that  is,  the 
amount  set  forth  as  the  filing  fee  under 
35  U.S.C.  41(a)  1. 

(5)  A  special  fee  when  required,  see 

35  U.S.C.  372(c)  _  $10.00  per 

claim.^ 

►  (b)  The  basic  fee  and  designation  fee 
portions  of  the  international  fee  shall  be 
as  prescribed  in  PCT  Rule  15.-^ 

49.  By  adding  a  new  §  1.446  to  read  as 
follows : 

►  §  1.116  Refund  of  internalional  ap- 

plii-ulion  filing  and  processing 

fees.-^ 

►  ca>  Money  paid  for  international  ap¬ 
plication  fees,  where  paid  by  actual  mis¬ 
take  or  in  excess,  such  as  a  pajmaent  not 
required  by  law  or  Treaty  and  its  Regu¬ 
lations,  will  be  refunded.-^ 

►  ( b  >  Refunds  of  a  portion  of  the  search 
fee  may  be  made  if  the  international 
search  report  is  wholly  or  partly  based 
on  an  earlier  international  or  interna¬ 
tional-type  search.  (PCT  Rules  16  and 
41.>  The  amoimt  of  the  refund  wdll  be 
as  determined  by  the  examiner  accord¬ 
ing  to  the  value  of  the  prior  interna¬ 
tional-type  search  or  international 
search  as  90  percent,  70  percent,  40  per¬ 
cent,  25  percent,  or  0  percent  of  the  in¬ 
ternational  search  fee.  See  §  1.26  for  re¬ 
fund  of  a  portion  of  the  international 
search  fee  during  subsequent  national 
examination  of  the  application.^ 

►  (c)  Refund  of  the  supplemental 
search  fees  will  be  made  if  such  refund  is 
determined  to  be  warranted  by  the  Com¬ 
missioner  or  his  designee  acting  under 
PCT  Rule  40.2(c)  .◄ 

►  (d)  The  international  and  search 
fees  will  be  refunded  if  no  international 
filing  date  is  granted  (PCT  Rules  15.6 
and  16.2)  .◄ 

50.  By  adding  a  new  §  1.451  to  read  as 
follows: 

►  §  1.151  Hie  priority  claim  and  prior¬ 

ity  document  in  an  international 

application.*^ 

►  (a)  The  claim  for  priority  must  be 
made  on  the  Request  (PCT  Role  4.10)  In 
a  manner  complying  with  sections  201 
and  202  of  the  Administrative  Instruc¬ 
tions.-^ 

►  (b)  Whenever  the  priority  of  an  ear¬ 
lier  United  States  national  appUcation  is 
claimed  in  an  international  application, 
the  applicant  may  request  in  a  letter  of 
transmittal  accompanying  the  interna¬ 
tional  application  upon  filing  with  the 
United  States  Receiving  Office,  that  the 
Patent  and  Trademark  Office  prepare  a 
certified  copy  of  the  national  application 
for  transmittal  with  the  record  copy  to 
the  International  Bureau  (PCT  Ait.  8 
and  PCrr  Rule  17) .  The  fee  for  preparing 
a  certified  copy  is  stated  in  §  1.21  (b)  and 
(d».-q 

►  (c»  If  a  certified  copy  of  the  priority 
document  is  not  submitted  together  with 
the  international  application  (m  filing  or 
a  request  and  appropriate  payment  as  in 
paragraph  (b)  of  this  section  do  not  ac¬ 
company  the  international  aimllcation 
on  filing,  the  certified  copy  of  the  pri¬ 
ority  document  must  be  transmitted  di¬ 
rectly  by  the  ai^icant  to  the  Interna¬ 


tional  Bureau  within  the  time  limit  speci¬ 
fied  in  PCT  Rule  17.1(a)  .◄ 

51.  By  adding  a  new  S  1.455  to  read  at 
follows : 

►  §  1.455  Representation  in  interna¬ 

tional  applications.-^ 

►  (a)  Applicants  of  international  ap¬ 
plications  may  be  represented  by  attor¬ 
neys  or  agents  licensed  to  practice  before 
the  Patent  and  Trademark  Office  or  by  a 
common  representative  (PCT  Art.  49, 
Rules  4.8  and  90  and  §  1.341)  .■< 

►  (b)  Appointment  of  an  agent,  attor¬ 
ney  or  common  representative  must  be 
effected  either  in  the  Request  form, 
signed  by  all  applicants,  or  in  a  separate 
power  of  attorney  submitted  either  to  the 
United  States  Receiving  Office  or  to  the 
International  Bureau.-^ 

►  (c)  Powers  of  attorney  and  revoca¬ 
tions  thereof  should  be  submitted  to  the 
United  States  Receiving  Office  until  the 
issuance  of  the  intemationq,!  sesirch  re¬ 
port  in  order  to  facilitate  communica¬ 
tions.-^ 

►  (d)  The  addressee  for  correspond¬ 
ence  will  be  as  indicated  in  Section  108  of 
the  Administrative  Instructions.-^ 

52.  By  adding  a  new  §  1.461  to  read  as 

follows :  < 

►  §  1.161  l’r<K‘edure  for  lran.«>niillal  of 

Rerord  f^py  to  llio  International 
Buri-aii.-^ 

►  <a)  Transmittal  of  the  record  copy 
of  the  international  application  to  the 
International  Bureau  shall  be  made,  at 
the  option  of  the  applicant,  either  by 
the  United  States  Receiving  Office  or  by 
the  applicant.  Subject  to  paragraph  (b) 
of  this  section,  any  f^plicant  who 
chooses  to  make  such  transmittal  him¬ 
self  shall  notify  the  United  States  Re¬ 
ceiving  Office  to  that  effect  in  writing,  by 
way  of  a  notice  filed  together  with  the 
intematinal  application.  Such  notice 
shall  also  state  whether  the  applicant 
wishes  to  collect  the  r^ord  copy  at  the 
United  States  Receiving  Office  or  to  have 
the  record  copy  mailed  directly  to  him. 
TTie  record  copy  of  an  international  ap- 
plicatiim  which  was  filed  without  being 
accompanied  by  such  notice  will  be 
transmitted  to  the  International  Biueau 
by  the  Ikiited  States  Receiving  Office. 
(PCT  Rule  22)  .◄ 

►  (b)  An  applicant  may  transmit  the 
record  copy  to  the  International  Bureau 
as  provided  in  PCT  Rule  22.2  only  if  the 
international  application  is  filed  with  the 
United  States  Receiving  Office  before  the 
expiration  of  11  months  from  the  priority 
date.-^ 

53.  By  adding  a  new'  §  1.465  to  read  as 
follows : 

►  §  1.465  Timing  of  application  proc¬ 

essing  based  on  the  priority  date.-^ 

►  (a)  For  the  piupose  of  computing 
time  limits  und«:  the  Tr^y,  the  priority 
date  shall  be  defined  as  in  PC7T  Art.  2 
(xi)  .◄ 

►(b)  When  a  claimed  priority  date  is 
cancelled  tmder  PCT  Rule  4.10(d)  or 
considered  not  to  have  been  made  imder 
PCT  Rule  4.10(a),  the  priority  date  for 


the  pui'poses  of  computing  time  limits 
win  be  ^e  date  the  earliest  valid  re¬ 
maining  priority  claim  of  the  interna¬ 
tional  aiH>llcation,  or  if  none,  the  inter¬ 
national  filing  date. 

►  (c)  When  corrections  under  PCT 
Art.  11(2),  Art,  14(2)  or  Rule  20.2(a)  (i) 
or  (iii)  are  timely  submitted,  and  the 
date  of  receipt  of  such  corrections  falls 
later  than  one  year  from  the  claimed 
priority  date  or  dates,  the  Receiving  Of¬ 
fice  shall  proceed  under  Rule  4.10(d)  .◄ 

54.  By  adding  a  new  §  1.468  to  read  as 
follow’s : 

►§  1  .468  Delays  in  iiioeliiig  time  lim¬ 
its.-^ 

►  (a)  Delays  in  meeting  time  limits 
during  international  processing  of  inter¬ 
national  applications  may  only  be  ex¬ 
cused  as  provided  in  PCT  Rule  82.  For 
delays  in  meeting  time  limits  in  a  na¬ 
tional  applicatiMi  see  §  1.137.^ 

►(b)  In  cases  of  unavoidable  delay  or 
loss  in  the  mail  during  international 
processing  of  international  applications, 
evidence  may  be  offered  only  if  the  mail 
that  was  delayed  or  lost  was  registered 
by  the  postal  authorities.-^ 

55.  By  adding  a  new  §  1.471  to  read  as 
follows : 

►  §  1.471  C«rro<-tioii!«  and  aiiieiulmenis' 

during  international  proeessing.-^ 

►  (a)  All  corrections  submitted  to  the 
United  States  Receiving  Office  must  be  in 
the  form  of  replacement  sheets  and  be 
accompanied  by  a  letter  that  draws  at¬ 
tention  to  the  differences  between  the 
replaced  sheets  and  the  replacement 
sheets,  except  that  the  delegation  of  lines 
of  text,  the  correction  of  simple  typo¬ 
graphical  errors,  and  one  addition  or 
change  of  not  more  than  five  words  per 
sheet  may  be  stated  in  a  letter  and  the 
United  States  Receiving  Office  will  make 
the  deletion  or  transfer  the  correction 
to  the  international  application,  provided 
that  such  corrections  do  not  adversely 
affect  the  clarity  and  direct  reproduci¬ 
bility  of  the  application  (PCT  Rule 
26.4)  .M 

►(b)  Amendments  of  claims  sub¬ 
mitted  to  the  Bitemational  Bureau  shall 
be  as  prescribed  by  PCT  Rule  46.-^ 

56.  By  adding  a  new  §  1.475  to  read  as 
follows: 

►  §  1.475  Changes  in  person,  name,  or 

addre.-i'S  of  applicants  and  inven¬ 
tors.-^ 

►All  requests  for  a  change  in  person, 
name  or  address  of  applicants  and  in¬ 
ventors  should  be  sent  to  the  United 
States  Receiving  Office  tmtll  the  time  of 
issuance  of  the  international  search  re¬ 
port.  Thereafter  requests  for  such 
changes  should  be  submitted  to  the  In¬ 
ternational  Bureau.-^ 

57.  By  adding  §  1.481  to  read  as  fol¬ 
lows: 

►  §  1.481  Determination  of  Unity  of  In¬ 

vention  before  the  International 
Searching  Authority.-^ 

►(a)  Before  establishing  the  interna¬ 
tional  search  report,  the  Ihtematloiml 
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2«i:] 


Searching  Authority  shall  determine 
whether  the  international  applicati(m 
complies  with  the  requirement  of  unity 
of  invention  as  set  forth  in  PCT  Rule 
13.  If  the  International  Searching  Au¬ 
thority  considers  that  the  international 
application  does  not  so  comply,  it  shall 
inform  the  applicant  accordingly  and  re¬ 
quest  the  payment  of  additional  fees.  . 
(Note  §  1.441  and  PCT  Art.  17<3>  (a)  and 
PCT  Rule  40.)  ◄ 

►  (b)  The  applicant  will  be  given  a 
time  period  in  accordance  with  PCT  Rule 
40.3  to  pay  the  additional  fees  due.-^ 

►  (c)  If  the  applicant  disagrees  with 
the  holding  of  lack  of  unity  of  invention 
by  the  International  Searching  Author¬ 
ity.  he  may  pay  the  additional  fee  under 
prote%t,  that  is  accompanied  by  a  request 
for  refund  and  a  statement  setting  forth 
his  reasons  for  disagreement  or  why  he 
considers  the  required  additional  fees 
excessive,  or  both  (PCT  Rule  40.2(c)  ).◄ 

►  (d)  Protests  under  paragraph  (c)  of 
this  section  will  be  examined  by  the  Com¬ 
missioner  or  his  designee.  In  the  event 
that  the  applicant’s  protest  is  determined 
to  be  justified,  the  additional  fees  or  a 
portion  thereof  will  be  refunded.^ 

►  (e)  An  applicant  who  desires  that  a 
copy  of  the  protest  and  the  decision 
thereon  accompany  the  international 
search  report  when  forwarded  to  the 
designated  oflBces,  may  notify  the  Inter¬ 
national  Searching  Authority  to  that 
effect  any  time  prior  to  the  issuance  of 
the  international  search  report.  There¬ 
after,  such  notifications  should  be  di¬ 
rected  to  the  International  Bureau.  (PCT 
Rule  40.2(c)  .)◄ 

►  (f)  The  international  search  report 
will  be  established  only  on  those  parts 
of  the  international  application  which 
relate  to  the  invention  first  mentioned  In 
the  claims  (“main  invention”)  and  those 
other  parts  of  the  international  applica¬ 
tions  which  relate  to  inventions  for 
which  additional  fees  have  been  timely 
paid  (PCT  Art.  17(3)  (a)  and  PCT  Rule 
40.3)  .◄ 

58.  By  adding  §  1.482  to  read  as  fol¬ 
lows: 

►  §  1.482  Holding  of  lark  of  unity  of 

invention.-^ 

►  (a)  The  International  Search  Au¬ 
thority  may  not  raise  the  objection  of 
lack  of  unity  of  invention  merely  because 
an  application  contains  several  claims  of 
the  same  category  or  several  claims  of 
different  categories  related  as  under  PCTT 
Rules  13.2  and  13.3. 

►  (b)  Lack  of  unity  of  invention  may 
exist  in  a  single  claim  where  the  claim 
contains  alternatives  which  are  not 
linked  by  a  single  general  inventive  con¬ 
cept  (PCT  Rule  13.1)  .◄ 

►  (c)  Lack  of  imity  of  invention  may 
be  directly  evident  before  considering  the 
claims  in  relation  to  any  prior  art,  or 
after  taking  the  prior  art  into  considera¬ 
tion,  as  where  a  document  discovered 
during  the  search  shows  the  invention 
claimed  in  a  gen^c  or  linking  claims 
lacks  novelty  or  is  clearly  obvious,  leav¬ 
ing  two  or  more  claims  joined  ther^y 
without  a  common  inventive  concept.  In 


such  a  case  the  Intematkmal  Searching 
Authority  may  raise  the  objection  of  lack 
of  imity  of  Inventkm  (and  limit  the 
search  to  the  inventlwi  first  mentioned 
if  no  additional  fees  are  paid). 

►  (d)  Occasionally  in  cases  which  lack 
unity  of  invention,  the  examiner  will  be 
able  to  make  a  complete  search  for  all 
inventions  with  negligible  additional 
work,  in  particular  when  the  inventions 
are  conceptually  very  close  and  none  of 
them  requires  a  search  in  separate  class¬ 
ification  units.  In  those  cases,  the  search 
few  the  additional  inventions  should  be 
completed  together  with  that  for  the 
invention  first  mentioned.  All  results 
should  then  be  included  in  a  single  search 
report,  and  no  objection  of  lack  of  unity 
should  ordinarily  be  raised.^ 

►  <e»  For  unity  of  invention  practice 
at  the  national  stage  see  §§  1.141-1. 146. ◄ 


PART  3— FORMS  FOR  PATENT  CASES 

59.  By  adding  a  new  §  3.56  to  read  as 
follows: 

►  §  3. .>6  Oaih  to  be  filetl  witli  United 
.'States  De>ignated  Offiee  u  inter  35 
I  ..S.C  371  (e)  (4). ◄ 

►.\s  a  below  named  Inventor,  being  duly 
sworn  (or  affirmed),  I  depose  and  say  that: 
my  residence,  post  office  address  and  citizen¬ 
ship  are  as  stated  below  next  to  my  name; 

1  verily  believe  I  am  the  original,  first  and 
sole  inventor  (if  only  one  name  is  listed  be¬ 
low)  or  a  Joint  inventor  (if  plural  inventors 
are  named  below)  of  the  invention  entitled: 
_  described  and  claimed  in  in¬ 
ternational  application  number _ 

filed _ _  and  as  amended  on _ 

_ (if  any)  for  which  I  solicit  a  patent; 

I  do  not  know  and  do  not  believe  the  same 
was  ever  known  or  used  in  the  United  States 
of  America  before  my  or  our  invention 
thereof,  or  patented  or  described  in  any 
prihted  publication  in  any  country  before  my 
or  our  invention  thereof  or  more  than  one 
year  prior  to  my  international  application, 
that  the  same  was  not  in  public  use  or  on 
sale  In  the  United  States  of  America  more 
than  one  year  prior  to  my  international  ap¬ 
plication,  that  the  invention  has  not  been 
patented  or  made  the  subject  of  an  inven¬ 
tor’s  certificate  issued  before  the  date  of 
my  international  application  in  any  country 
foreign  to  the  United  States  of  America  on 
an  application  filed  by  me  or  my  legal  rep¬ 
resentatives  or  assigns  more  than  twelve 
months  prior  to  my  international  application, 
and  that  no  application  for  patent  or  inven¬ 
tor's  certificate  on  this  invention  has  been 
filed  in  any  country  foreign  to  the  United 
States  of  America  prior  to  this  application 
by  me  or  my  legal  representatives  or  asslgn.s 
except  as  follows: _ 


Pull  name  of  sole  or  first  Inventor. 


Inventor’s  signature _ 

Date 

Residence  _ 

Citizenship _ 

Post  Office  Address _ 


Full  name  of  second  Joint  Inventor,  if  any _ 


Inventor’s  signature _ 

Data 

Residence _ 

Citizenship _ 

Post  Office  Address _ 


(Supply  similar  Infcwmat ion  and  signature 
for  third  and  subsequent  Joint  inventors) 
Signatures;  _ 


Sworn  to  and  subscribed  before  me  this 
_ day  of _ _  19 _ 


I  Signature  of  notary  or  officer) 

ISe.m.) 


(Official  character) 

60.  By  adding  a  new  5  3.57  to  read  as 
follows; 

►  §  3.57  l)<H'laralion  to  be  illtMl  with 
United  States  Designated  Ofliee  un¬ 
der  35  U.S.C.  371  (c)  (4).^ 

►As  a  below  named  Inventor,  I  hereby  de¬ 
clare  that:  my  residence,  post  office  address 
and  citizenship  are  as  stated  below  next 
to  my  name; 

I  verily  believe  I  am  the  original,  first 
and  sole  inventor  (if  only  one  name  is  listed 
below)  or  a  Joint  inventor  (if  plural  in¬ 
ventors  are  named  below)  of  the  Invention 

entitled: _ described  and  claimed 

in  international  application  number _ 

filed _ and  as  amended  on _ 

(if  any),  for  which  I  solicit  a  patent; 

I  do  not  know  and  do  not  believe  the 
same  was  ever  known  or  used  in  the  United 
States  of  America  before  my  or  our  inven¬ 
tion  thereof,  or  patented  or  described  in 
any  printed  publication  In  any  country  be¬ 
fore  my  or  our  invention  thereof  or  more 
than  one  year  prior  to  my  International 
application,  that  the  same  was  not  in  public 
use  or  on  sale  in  the  United  States  of  Amer¬ 
ica  more  than  one  year  prior  to  my  inter¬ 
national  application,  that  the  invention  has 
not  been  patented  or  made  the  subject  of 
an  inventor  s  certificate  issued  before  the 
date  of  my  international  application  in  any 
country  foreign  to  the  United  States  of 
America  on  an  application  filed  by  me  or 
my  legal  representatives  or  assigns  more  than 
twelve  months  prior  to  my  international  ap¬ 
plication.  and  that  no  application  for  patent 
or  inventor’s  certificate  on  this  invention 
has  been  filed  in  any  country  foreign  to  the 
United  States  of  America  prior  to  this  appli¬ 
cation  by  me  or  my  legal  representatives  or 
assigns,  except  as  follows: _ 


I  hereby  declare  that  all  statements  made 
herein  of  my  own  knowledge  are  true  and 
that  all  statements  made  on  information 
and  belief  arc  believed  to  be  true;  and  fur¬ 
ther  that  these  statements  were  made  with 
the  knowledge  that  willful  false  statements 
and  the  like  so  made  are  punishable  by  fine 
or  imprisonment,  or  both,  under  Section  1001 
of  Title  18  of  the  United  States  Code  and 
that  such  willful  false  statements  may  Jeop¬ 
ardize  the  validity  of  the  application  or  any 
patent  Issued  tiiereon. 

Pull  name  of  sole  or  first  inventor _ 


Inventor’s  signature . . 

Date 

Residence  _ 

Citizenship _ 

Post  Office  Address _ 


Full  name  of  second  J<^t  Inventor,  lif  any.. 


Inventor’s  signature _ 

Date. 

Residence  _ 

Citizenship _ 

Post  Office  Address _ 
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PART  5— SECRECY  OF  CERTAIN  INVEN¬ 
TIONS  AND  LICENSES  TO  FILE  APPLI¬ 
CATIONS  IN  FOREIGN  COUNTRIES 

61.  By  revising  §  5.1  to  read  as  follows: 

§  3.1  Defense  inspeelion  of  eertain  ap¬ 
plications. 

►  (a)  The  provisions  of  this  part  shall 
apply  to  both  national  and  international 
applications  filed  in  the  Patent  and 
Trademark  Office  except  as  otherwise 
specifically  indicated.  The  filing  of  an  in¬ 
ternational  application  designating  a 
foreign  country  is  considered  to  be  a  fil¬ 
ing  in  a  foreign  country  within  the  mean- 
uig  of  Chapter  17  of  Title  35,  United 
States  Code.-^ 

►  (b)  ◄  In  accordance  with  the  provi¬ 
sions  of  35  U.S.C.  181,  patent  applica¬ 
tions  containing  subject  matter  the  dis¬ 
closure  of  which  might  be  detrimental 
to  the  national  security  are  made  avail¬ 
able  for  inspection  by  defense  agencies 
as  specified  in  said  section.  Only  applica¬ 
tions  obviously  relating  to  national  se¬ 
curity,  and  applications  within  fields  in¬ 
dicated  to  the  Patent  and  Trademark 
Office  by  the  defense  agencies  as  so  re¬ 
lated,  are  made  available.  The  inspection 
will  be  made  <Hily  by  responsible  repre¬ 
sentatives  authorized  by  the  agency  to 
review  applicatiwis.  Such  representatives 
are  required  to  sign  a  dated  acknowl¬ 
edgement  of  access  accepting  the  condi¬ 
tion  that  infommtion  obtained  from  the 
inspection  will  be  used  for  no  purpose 
other  than  the  administration  of  35 
U.S.C.  181-188.  Copies  of  applications 
may  be  made  available  to  such  repre¬ 
sentatives  for  inspection  outside  the  Pa¬ 
tent  and  Trademark  Office  under  condi¬ 
tions  assuring  that  the  confidentiality 
of  the  applications  will  be  maintained, 
including  the  conditions  that;  (1)  All 
copies  wall  be  returned  to  the  Patent  and 
Trademark  Office  promptly  If  no  secrecy 
order  is  imposed,  or  upon  rescission  of 
such  order  if  one  is  imposed,  and  (2)  no 
additional  copies  will  be  made  by  the  de¬ 
fense  agencies.  A  record  of  the  removal 
and  return  of  copies  made  available  for 
defense  inspection  will  be  maintained  by 
the  Patent  and  Trademark  Office.  Ap¬ 
plications  relating  to  atomic  energy  are 
made  available  to  the  [Atomic  Energy 
Commission!  ►Energy  Research  and  De¬ 
velopment  Administration-^  as  specified 

§  1.14  of  this  chapter. 

62.  By  revising  §  5.3  to  read  as  follows: 

§  3.3  Prosecution  of  appliration  under 
secrecy  order;  withholding  patent. 

Unless  specifically  ordered  otherwise, 
action  on  the  application  by  the  Office 
and  prosecution  by  the  ai^licant  will 
proceed  during  the  time  an  aiv>lication 
is  imder  secrecy  order  to  the  point  indi¬ 
cated  in  this  section: 

(a)  ►National-^  applications  under 
secrecy  order  which  ewne  to  a  final  rejec¬ 
tion  must  be  appealed  or  otherwise 
prosecuted  to  avoid  abandonment.  Ap¬ 
peals  in  such  cases  must  be  ctMnpleted 
by  the  ai^licant  but  imless  otherwise 
specifically  ordered  by  the  Ccmunlssioner 
will  not  be  set  for  hearing  imtil  the 
secrecy  order  is  removed. 

(b)  An  interference  will  not  be  de¬ 
clared  involving'  ►national-^  applica¬ 
tions  under  secrecy  order.  However,  if 


an  application  imder  secrecy  order  cop¬ 
ies  claims  fnMn  an  issued  patent,  a  notice 
of  that  fact  will  be  placed  in  the  file 
wrapper  of  the  patent. 

(c)  When  the  ►national-^  application 
is  found  to  be  in  condition  for  allowance 
except  for  the  secrecy  order  the  applicant 
and  the  agency  which  caused  the  secrecy 
order  to  be  issued  will  be  notified.  This 
notice  (which  is  not  a  notice  of  allow¬ 
ance  under  §  1.311  of  this  chapter)  does 
not  requii-e  response  by  the  applicant  and 
places  the  ►national-^  application  in 
a  condition  of  suspension  until  the  se¬ 
crecy  order  is  removed.  When  the 
secrecy  order  is  removed  the  Patent  and 
Trademark  Office  will  issue  a  notice  of 
allowance  under  §  1.311  of  this  chapter, 
or  take  such  other  action  as  may  then 
be  w'arranted. 

►  (d)  International  applications  under 
secrecy  order  will  be  processed  up  to  the 
point  where  the  record  and  search  copies 
are  ready  to  be  forwarded.  However,  the 
copies  will  not  be  forwarded  to  the  Au¬ 
thorities  or  delivered  to  the  applicant.-^ 

63.  Section  5.11  is  revised  to  read  as 
follows; 

§.3.11  for  filing  application  in 

foreign  country  ►or  for  filing  intcr- 
nalioiiul  application-^. 

(a)  When  no  secrecy  order  has  been 
issued  under  §  5.2,  a  license  from  the 
Commissioner  of  Patents  and  Trade¬ 
marks  under  35  U.S.C.  184  is  required 
before  filing  any  application  for  patent 
or  for  the  registration  of  a  utility  model, 
industrial  design,  or  mod^,  in  a  foreign 
country,  ►or  filing  an  international  ap- 
plication.^  or  causing  or  authorizing 
such  filing,  with  respect  to  an  invention 
made  in  the  United  States,  if ; 

( 1 )  The  foreign  application  ►or  inter¬ 
national  application-^  is  to  be  filed  ►,-^ 
or  its  filing  caused  or  authorizer 
before  [an!  ►a  national-^  application 
for  patent  is  filed  in  the  United  States,  or 

( 2 )  The  foreign  application  ►or  inter¬ 
national  application-^  is  to  be  filed,  or 
its  filing  caused  or  authorized,  prior  to 
the  expiration  of  six  months  frwn  the 
filing  of  the  ►national-^  application  in 
the  United  States. 

(b)  When  there  is  no  secrecy  order 
in  effect,  a  license  under  35  U.S.C.  184  is 
not  required  if ; 

(1)  The  invention  was  not  made  in 
the  United  States,  or 

( 2)  The  foreign  application  ►or  inter¬ 
national  application-^  is  to  be  filed,  or  its 
filing  caused  or  authorized,  after  the  ex¬ 
piration  of  of  six  months  from  the  filing 
of  the  ►national-^  application  in  the 
United  States. 

(c)  When  a  secrecy  order  has  been  is¬ 
sued  imder  §  5.2,  an  aim^lication  cannot 
be  filed  in  a  foreign  country  ►,  nor  can 
an  international  application  be  filed,-^ 
in  any  case  except  in  accordance  with 
§  5.5. 

64.  By  revising  paragraphs  (b)  and 
(c)  of  S  5.14  to  read  as  follows: 

§  3.14  Petition  for  lioonse:  correspond¬ 
ing  V.S.  application. 

•  •  •  \  •  * 

(b)  Two  (m:  more  United  States  am>li- 
cations  should  not  be  referred  to  in  the 


same  petition  for  license  unless  they  are 
to  be  combined  in  the  foreign  ►or  in- 
ternatiqnal-^  application,  in  which  event 
the  petition  should  so  state  and  the  iden¬ 
tification  of  each  United  States  applica¬ 
tion  should  be  in  separate  paragraphs. 

(c)  Where  the  application  to  be  filed 
abroad  ►or  the  international  applica¬ 
tion-^  contains  matter  not  disclosed  in 
the  United  States  application  or  appli¬ 
cations,  including  the  case  where  the 
combining  of  two  or  more  United  States 
applications  introduces  subject  matter 
not  disclosed  in  any  of  them,  a  copy  of 
the  application  as  it  is  to  be  filed  in  the 
foreign  country  ►or  international  ap¬ 
plication  as  it  is  to  be  filed  in  the  Re¬ 
ceiving  Office-^  must  be  furnished  with 
the  petition.  If,  however,  all  newgnatter 
in  the  ►foreign  or  international-^  ap¬ 
plication  to  be  filed  is  readily  id«itifia- 
ble,  the  new  matter  may  be  submitt^  in 
detail  and  the  remainder  by  reference  to 
the  pertinent  United  States  application 
or  applications. 

65.  By  revising  §  5.15  to  read  as  fol¬ 
lows: 

§3.13  S»-»»pe  of  lircnse. 

(a)  A 'license  to  file  an  application  in 
a  foreign  country  ►or  to  file  an  inter¬ 
national  application-^,  when  granted, 
includes  authority  to  foi-ward  all  dupli¬ 
cate  and  formal  papers  to  the  foreign 
country  ►or  international  authorities-^ 
and  to  make  amendments  and  take  any 
action  in  the  prosecution  of  the  ►for¬ 
eign  or  international-^  application,  pro¬ 
vided  subject  matter  additional  to  that 
covered  by  the  license  is  not  involved.  In 
those  cases  in  which  no  license  is  re¬ 
quired  to  file  the  foreign  ►or  interna¬ 
tional-^  applicatiem,  no  license  is  re¬ 
quired  to  file  papers  in  connection  with 
the  prosecution  of  the  foreign  ►or  in- 
temational-^  application  not  involving 
disclosure  of  additional  subject  matter. 
Any  paper  filed  abroad  ►or  before  an  in¬ 
ternational  authority-^  following  the  fil¬ 
ing  of  a  foreign  ►or  international-^  ap¬ 
plication  which  involves  the  disclosure  of 
additional  subject  matter  must  be  sep¬ 
arately  licensed  in  the  same  manner  as 
►a  foreign  or  international-^  [anj  ap¬ 
plication. 

<  •  *  •  • 

66.  By  revising  §  5.17  to  read  as  fol¬ 
lows: 

§  3.17  ho  may  U!^e  lu'oti!>e. 

Licenses  may  be  used  by  anyone  in¬ 
terested  in  the  foreign  ►or  interna¬ 
tional-^  filing  for  or  on  behalf  of  the  in¬ 
ventor  or  his  assigns. 

Dated:  December  23,  1976. 

C.  Marshall  Dann, 
Commissioner  of  Patents 
and  Trademarks. 

Approved : 

Betsy  Ancker-Johnson, 

Assistant  Secretary  for  Science 
and  Technology. 

Dated:  January  6, 1977. 
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